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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name HepaHope, Inc.
Entity Corporation Citizenship California
Address 152 Technology Drive

Irvine, CA 92618
UNITED STATES

Attorney Ehab Samuel

information Greenberg Traurig, LLP

3161 Michelson Drive Suite 1000

Irvine, CA 92612

UNITED STATES

samuele@gtlaw.com Phone:949-732-6500

Registration Subject to Cancellation

Registration No 2961650 | Registration date | 06/14/2005

Registrant BIOTEST AG
Waldfriedstrasse 4
60528 Frankfurt/Main,
GERMANY

Goods/Services Subject to Cancellation

Class 005. First Use: 1977/07/02 First Use In Commerce: 1997/10/05

Cancelled goods and services in the class: veterinary preparations and products for treating immune
insufficiencies, especially autoimmune insufficiencies, cancer, virus infections, conditions of virus
reactivation, anemia, protein anemia, immune globulin anemia, blood coagulation disorders, and
deficiencies in blood coagulation factors; food for babies; medical plasters; materials for wound, burn
or surgical dressing; pharmaceutical preparations for hematology, oncology, transplantation
medicine, nephrology, pediatrics, for intensive care medicine namely blood products, immune
globulin preparations, globulin preparations, coagulation factors; medicines for use in transplantation
procedures and for influencing blood coagulation; immune globulin preparations for treating immune
insufficiencies, especially autoimmune insufficiencies, cancer, virus infections, conditions of virus
reactivation, anemia, protein anemia, immune globulin anemia, blood coagulation disorders, and
deficiencies in blood coagulation factors, blood products for medical use, namely blood plasma; blood
substitutes; plasma substitutes and plasma expanders; vaccines, especially on basis of immune
globulines; blood coagulation preparations, especially coagulation factors for clinical and medical
laboratory use; antibiotics; medicines for treating the central nervous system; medicines for treating
heart and circulation diseases; medicines for treating the respiratory system; medicines for urological
treatment; medicines for treatment of digestive organs and corresponding/adjoining glands;
hormones; vitamins; immunosuppressive, anti-inflammatory, and antiallergic medicines;
dermatological, ophtalmological and otological medicines; in-vivo diagnostic preparations for clinical
or medical purposes and clinical or medical laboratory use; tissue typing; test kits comprising
monoclonal and polyclonal antibodies and natural and recombinant antigenes, for tests on serological
and immune genetic basis, and reagents therefore for veterinary medical laboratory purposes;
immunoassays such as ELISA's, consisting of reagents, sera, monoclonal and polyclonal antibodies,
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natural and recombinant antigens, and microtiter plates, and reagents therefore for veterinary
medical laboratory purposes; diagnostic preparations for veterinary medical uses in the treatment of
infections; media for bacteriological cultures, namely ready-to-use culture media and nutrient media
and ingredients thereof

Class 009. First Use: 1977/07/02 First Use In Commerce: 1977/10/05

Cancelled goods and services in the class: blood warmers; apparatus namely incubator, cell sorter,
cell counter, shaker, pipettes, plates and vials for cell recovery and for handling of cells; measuring
and surveying apparatus namely sample holder, reader, photometer, centrifuge, shaker, incubator,
washer; measuring and surveying kits/systems and agar strips for determination and quantification of
substances, namely blood and respiratory alcohol, anemometers, laboratory robot, DNA hybridization
assays and cell agglutination tests

Class 010. First Use: 1977/07/02 First Use In Commerce: 1997/10/05

Cancelled goods and services in the class: syringes, catheters, transdermal delivery systems
comprising blood warmers and plasma for clinical use; plates, spatula, vials, pipette tips and beakers
for clinical or diagnostic use; sample holder, reader, photometer, dipsticks, teststrips, plates and
multiwell microtiter plates for blood and virus diagnostics for clinical and diagnostic use

Grounds for Cancellation

| Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)
Related Opposition No. B1185727 at Office for Harmonization in the Internal Market for
Proceedings Community Trademark Application No. 005307871.

Attachments Hepahope Petition.pdf ( 89 pages )(6009246 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address

record by USPS Express Mail Post Office to Addressee on this date.

Signature /Ehab Samuel/

Name Ehab Samuel

Date 01/04/2008




TRADE MARK

EN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TREADEMARK TRIAL AND APPEAL BOARD

In Traderoark Regisiration of)

Registration No. 2,561,650

Registered: June 14, 20038
Mark: BIOTEST
Registrant: BIOTEST AG CORP,
HepaHope, Inc. CANCELLATION NGO,
Peiitioner,
¥, PETITION FOR CANCELLATION OF
REGISTRATION
BIOTEST AG CORP.

Registrant.

Petitioner: Hepaliope, Inc.
Citizenship: a Caltfornia corporation
Address: 152 Technology Drive

rvine, California, United Stagtes, 92618

OO0 288,208,128y 1/4/2008



Hepalope, Inc. ("Petitioner”) believes that it will be damaged by the above-
identified registration and hereby petition for cancellation of the same.

The grounds for cancellation are as follows:

i Petitioner is a California corporation having its principal office at 132
Technology Drive, Irvine, California, United States 92618,

2. Upon information and belief, BIOTEST AG CORP. (“Registrant™ is a
German corporation, having a principle place of business at Waldfriedstrasse 4 60528
Frankfurt/Main Fed Rep Germany.

3. Petitioner has filed, on March 13, 2006, a U.S. Trademark Application
Serial No. 78/836,130 {for the mark BIOTESTER {(“Petitioner’s Mark™), in connection
with medical instrumenis for use in testing compounds, or therapeutics on living tissue.

4. Registrant has registered the mark BIOTEST ("Registrant’s Mark™),
Registration No. 2,961,650, from Application Serial No. 76/374,498, filed on February
21, 2002, and issued on June 14, 2005.

3. Petitioner belioves that it will be damaged by Registrant’s Registration
No. 2,961,650 and hereby Petitions to cancel it

6. Pursuant to 37 CFR. § 2.88(c) and TMEP § 1109.03, Registrant may not
file a statement of use unless Registrant has made use of the trademark in commerce on
or in connection with all goods specified in the notice of allowance. Petitioner alleges
that Registrant has filed a declaration of use to Registration No. 2,961,650 where use was
not made on certain identified goods.

7. Petitioner alleges that Registrant obtained trademark registration for
Registration No. 2,961,650 through deliberate deceit and misrepresentation, with full
knowledge of the falsity thereof] all to Petitioner’s direct and substantial detriment,

8. Registrant has registered the BIOTEST mark in connection with in-vitro
diagnostic preparations for scientific purposes; test kits comprising reagents, sera,
monocional and polyclonal antibodies, natural and recombinant antigens, and microtiter
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plates, and reagents for scientific and resecarch purposes; systems for determining
resistance for scientific purposes comprising nuirient media, cell culture media, and dried
media; buffers, salts, solvents for research and scientific purposes; test Kits comprising
buifers, salts, solvenis and reagents for industrial and scientific purposes for hygiene
monitoring on surfaces, in air and liquids, and systems for identification of germs for
scientific and research purposes comprising nutrient media, buffers and salts; DNA
probes for tissue typing, gevm or pathogen identification and blood group determination
{under class 001}; Pharmaceutical and veterinary preparations and products for treating
immune insutficiencies, especially autoimmune insufficiencies, cancer, virus infections,
conditions of virus reactivation, anemia, protein anemia, immune globulin anemia, blood
coagulation disorders, and deficiencies in blood coagulation factors, or for preventing
rejections in transplantation medicine; food for babies, medical plasters; materials for
wound, burn or surgical dressing; pharmaceutical preparations for hematology, oncology,
transplantation medicine, nephrology, pediatrics, for intensive care medicine namely
blood products, imamune globulin preparations, globulin preparations, coagulation factors;
medicines for use in transplantation procedures and for influencing blood coagulation;
immune  globulin  preparations  for treating immune insufficiencies, especially
autoimmune insufficiencies, cancer, virus infections, conditions of virus reactivation,
anemia, protein anerma, immune globulin anemia, blood coagulation disorders, and
deficiencies wn blood coagulation factors, or for preventing rejections in transplantation
medicine; serum preparations, and serom proteins and solutions comprising the same for
medical use; human albumin for medical use; blood products for medical use, namely
blood plasma; blood substitutes; plasma substitutes and plasma expanders; vaccines,
especially on basts of iramune globulines; blood coagulation preparations, especially
coagulation factors for clinical and medical laboratory use; antibiotics; medicines for
treating the central nervous system; medicines for treating heart and circulation disecases;
medicines {or treating the respiratory system; medicines for urclogical freatment;
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medicines for treatment of digestive organs and corresponding/adjoining glands;
hormones; vitaming; immunosuppressive, anti-inflammatory, and antialiergic medicines:
dermatological, ophtalmological and otological medicines; in-vive and in-vitro diagnostic
preparations for clinical or medical purposes and clinical or medical laboratory use.
antibodies, namely mono- and polyclonal antibodies for use in in-vive clinical and
medical diagnostics and for patient therapy; in vitro diagnostic agenis for medical
purposes, especially for determination of proteins, such as antibodies, monoclonal
antibodies or immune globuling, or for determinations of nucleic acids, for blood group
diagnostics and antibody determination, tissue typing, cell diagnostics, microbiological
diagnostics, and determination of toxic compounds; test kits comprising ready to use
uutrient media for microorganisms, especially bacteria, and reagents for medical and
laboratory uses, especially for blood group diagnostics, anttbody determination, tissue
typing, cell diagnostics, microbiological diagnostics, deterroination of toxic substances;
test kits comprising monoclonal and polyclonal antibodies and natural and recombinant
antigenes, for tests on serological and immune genetic basis, and reagenis therefore for
human and veterinary medical laboratory purposes; immumoassays such as ELISA's,
consisting of reagents, sera, monoclonal and polyclonal antibodies, natural and
recombinant antigens, and microtiter plates, and reagents therefore for human and
veterinary medical laboratory purposes; diagnostic preparations for human or veterinary
medical uses in the freatment of infections; media for bactericlogical cultures, namely
ready-to-use culture media and nutrient media and ingredients thereof (under class 005);
Medical, apparatus for clinical or diagnostic use, namely apparatus for serological blood
typing, blood grouping or serological detection of blood groups; bottles and containers
specially designated for storage and conservation of solutions for fransfusions and
infusions; transfusion and infusion apparatus and devices, namely containers, syringes,
catheters, transdermal delivery systems comprising blood warmers and plasma for
clinical use; apparatus for cell recovery and for handling of cells, including disposable
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malerials namely plates, spatula, vials, pipette tips and beakers for clinical or diagnostic
use; measuring and surveying apparatus for clinical and diagnostic use namely sample
holder, reader, photometer, dipsticks, testsirips, and agar strips for determination and
quantification of substances, especially blood sugar, blood and respiratory alcohol, toxic
substances, oxygen and blood constituents such as hemoglobin; plates and multiwell
microtiter plates for cell typing, blood and virus diagnostics for clinical and diagnostic
use; all of the foregoing for medical, clinical, diagnostic and/or surgical use (ander class
010y and Plates and multiwell microtiter plates for cell typing, blood and virns
diagnostics; blood warmers; apparatus namely incubator, cell sorter, cell counter, shaker,
pipeties, plates and vials for cell recovery and for handling of cells, including disposable
materials; measuring and surveying apparatus namely sample holder, reader, photometer,
centrifuge, shaker, incubator, washer, particle counter and air sampler for removal,
determination and quantification of microorganisms in air, liquids and on surfaces;
measuring and surveying kits/systems and agar strips for determination and guantification
of substances, namely blood sugar, blood and respiratory aleohol, toxic substances,
oxygen and blood counstituents such as hemoglobin; kits/systems comprising agar strips,
air sampiers, particle counters, anemometers and agar sirips for determination of air
borne germs and for sanitary and hygiene monitoring, laboratory robot, for automated
processing of microtiter plate based assays like ELISAs, DNA hybridization assays and
cell agglutination tests; Kits/systems comprising agar sirips, air samplers, particie
counters, anemometers and agar strips for determination of air borne germs and for
determination of particle size and number in air; kits/systems comprising air samplers,
sample holders and reader for clean room ailr monitoring; all the foregoing for use in
research and/or non~medical laboratories {under class 009).

8. On mformation and belief, the BIOTEST mark of Registration No.
2,961,650, was not used in commerce by Registrant or any company related to Registrant
when Application Serial No. 76/374,498 was filed and pending in connection with any of

5.
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the goods identified in the application and the resulting registration, other than possibly
in-vitro diagnostic preparations for scientific purposes; test kits comprising reagents, sera,
monoclonal and polyclonal antibodies, natural and recombinant antigens, and microtiter
plates, and reagents for scientific and research purposes; systems for determining
resistance for scientific purposes comprising nuirient media, cell culture media, and dried
media; buifers, salts, solvents for rescarch and scientific purposes; test kits comprising
buffers, salts, solvents and reagents for industrial and scientific purposes for hygiene
moniforing on surfaces, in air and liquids, and systems for identification of germs for
scientific and research purposes comprising nutrient media, buffers and salis; DNA
probes for tissue typing, germ or pathogen identification and blood group determination
{under class 001}); pharmaceutical preparations and products for preventing rejections in
transplantation medicine; serum preparations, and serumn proteins and  solutions
comprising the same for medical use; human atbumin for medical use; antibodies, in viiro
diagnostic agents for medical purposes, especially for determination of proteins, such as
auntibodies, monoclonal antibodies or immune globulins, or for determinations of nucleic
acids, for blood group diagnostics and antibody determination, cell diagnostics,
microbiological diagnostics, and determination of toxic compounds; tesi kits comprising
ready to use nuirient media for microorganisms, especially bacteria, and reagents for
medical and laboratory wuses, especially for blood group diagnostics, antibody
determination, cell diagnostics, wicrobiological diagnostics, determination of toxic
substances; test kits comprising monoclonal and polyclonal antibodies and valural and
recombinant antigenes, for tests on serological and immune genetic basis, and reagents
therefore for human medical laboratory purposes; immuncassays such as HLISA's,
consisting of reagents, sera, monoclonal and polyclonal antibodies, natural and
recombinant antigens, and microtiter plates, and reagents therefore for human medical
iaboratory purposes; diagnostic preparations for human medical uses in the treatment of
infections; media for bactericlogical cultures, namely ready-to-use culture media and

.
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nutrient media and ingredients thereof (under class 003); medical, apparatus for clinical
or diagnostic use, namely apparatus for serological blood typing, blood grouping or
scrological detection of blood groups; bottles and containers specially designated for
storage and conservation of solutions for transfusions and infusions; transfusion and
infusion apparatus and devices, namely containers; apparatus for cell recovery and for
handling of cells, including disposable materials, measuring and surveying apparatus for
clinical and diagnostic use, and agar strips for determination and guantification of
substances, especially blood sugar, blood and respiratory alcohol, toxic substances,
oxygen and blood constituents such as hemoglobin; plates and multiwell microtiter plates
for cell typing; all of the foregoing for medical, clinical, diagnostic and/or surgical use
{under class 010); and plates and multiwell microtiter plates for cell typing, blood and
virus diagnostics, including disposable materials; particle counter and air sampler for
removal, determination and quantification of microorganisms in air, liquids and on
surfaces; measuring and surveying kits/sysiems and agar strips for determination and
quantification of substances, namely blood sugar, toxic substances, oxygen and blood
constituents such as hemoglobin; kits/systems comprising agar strips, air samplers,
particle counters, agar strips for determination of air bomne germs and for sanitary and
hygiene monitoring; kits/systems comprising agar strips, air samplers, particle counters,
agar strips for determination of air borne germs and for determination of particle size and
nurnber in air; kits/systems comprising air samplers, sample holders and reader for clean
roont air monitoring; all the foregoing for use in research and/or non-medical laboratories
{under class 009).

1. Registration MNo. 2,961,650 was improperly issued for the listed goods
except possibly in-vitro diagnostic preparations for scientific purposes; test kits
comprising reagents, sera, monoclonal and polyclonal antibodies, natuwral and
recombinant antigens, and microtiter plates, and reagents for scientific and research
purposes; systems for determining resistance for scientific purposes comprising nutrient
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media, cell culture media, and dried media; buffers, salts, solvents for research and
scientific purposes; test kits comprising buffers, salts, solvents and reagents for industrial
and scientific purposes for hygiene monitoring on surfaces, in air and Hquids, and
systems for identification of germs for scientific and research purposes cowmprising
nuirient media, buffers and salts; DNA probes for tissue typing, germ or pathogen
identification and blood group determination (under class 001); pharmaceutical
preparations and products for preventing rejections in transplantation medicine; serum
preparations, and serum profeins and solutions comprising the same for medical use;
human albumin for medical use; antibodies, in vitro diagnostic agents for medical
purposes, especially for determination of proteins, such as antibodies, monoclonal
antibodies or immune globulins, or for determinations of nucleic acids, for blood group
diagnostics and antibody determination, cell diagnostics, microbiological diagnostics, and
determination of toxic compounds; test kits comprising ready to use nutrient media for
microorganisms, especially bacteria, and reagenis for medical and laboratory uses,
gspecially for blood group diagnostics, antibody determination, cell diagnostics,
microbiological diagnostics, determination of toxic substances; test kits comprising
monocional and polyclonal antibodies and natural and recombinant antigenes, for tests on
sevological and bhomune genetic basis, and reagents therefore for human medical
laboratory purposes; tnmunoassays such as ELISA's, consisting of reagents, sera,
monocional and polyclonal antibodies, natural and recombinant antigens, and microtiter
plates, and reagents therefore for human medical laboratory purposes; diagnostic
preparations for human medical uses in the treatment of infections; media for
bactericlogical cultures, namely ready-to-use culture media and nutrient media and
ingredients thereof (under class 003); medical, apparatus for clinical or diagnostic use,
namely apparatus for serological blood typing, blood grouping or serological detection of
blood groups; bottles and containers specially designated for storage and conservation of
solutions for transfusions and infusions; transfusion and infusion apparatus and devices,
-9
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namely containers; apparatus for cell recovery and for handling of cells, including
disposable waterials, measuring and surveying apparatus for clinical and diagnostic use,
and agar sirips for determination and guantification of substances, especially blood sugar,
bloed and respiratory alcohol, toxic substances, oxygen and blood constituents such as
hemoglobin; plates and multiwell microtiter plates for cell typing; all of the foregoing for
medical, clinical, diagnostic and/or surgical use (under class 010); and plates and
muitiwell microtiter plates for cell typing, blood and virus diagnostics, including
disposable materials; particle counter and air sampler for removal, determination and
quantification of microorganisms in air, liquids and on swfaces; measuring and surveying
kits/systems and agar strips for determination and quantification of substances, namely
blood sugar, toxic substances, oxygen and blood constituents such as hemoglobing
kits/systems comprising agar sirips, air samplers, particle counters, agar sirips for
determination of air borne germs and for sanitary and hygiene monitoring; kits/systems
comprising agar strips, air samplers, particle counters, agar strips for determination of air
borne germs and for determination of particle size and number in air; kits/systems
comprising air samplers, sample holders and reader for clean room atr monitoring; all the
foregoing for use in research and/or non~-medical laboratories {under class 009).

it Um information and belief, Petitioner alleges that the Application Serial
No. 76/374,498, which issued into Registration No. 2,961,650 on June 14, 2005, which
claims first use of the mark on July 2, 1977 for classes 001, 003, 010 and 009, and first
use in commerce on October 3, 1977 for classes 001, 803, 010 and (09, identified goods
on which neither Registrant nor any company related to Registrant had used the
BIOTEST mark continuously since 1977 and on which neither Registrant nor any
company related to Registrant was using the BIOTEST wark as of the date of execution
or filing date of the application.

12, Petitioner alleges that the application which resulted in Registration No.

2,961,650 had a declaration which was signed on January 29, 2002 by Martin Reinecke,
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Vice "President of Strategic Alliances for Registrant and Dirk Steindorf, Managing
Director for Registrant. A true and correct copy of the prosecution history for
Registration No. 2,961,630 is attached as Exhibit A and is incorporated herein as though
set forth in fuil.

13, Petitioner alleges that Martin Reinecke and Dirk Steindorf signed the
declaration of the application reciting the identification of goods that included articles on
which the trademark BIOTEST had not and was not being used with knowledge of the
falsity of the material representation that the mark was being used on all of the goods
identified in the application, for the purpose of oblaining rights to which Registrant was
ot entitled.

14, Specifically, Registrant, by itself or by its related companies, was not
using the BIOTEST mark on the date of first use, the date of first use in commerce and/or
the date that the application was signed or filed or at any prior date sufficiently close to
the date of signing or the date of filing the application to be a reasonable basis for a claim
or use of the BIOTEST mark in connection with veterinary preparations and products for
freating imynune insufficiencies, especially autolmmune insufficiencies, caucer, virus
infections, conditions of virus reactivafion, anemia, protein anemia, mmune globulin
anemia, blood coagulation disorders, and deficiencies in blood coagulation factors; food
for babies; medical plasters; materials for wound, burn or surgical dressing;
pharmaceutical preparations for hematology, oncology, transplaniation medicine,
nephrology, pediatrics, for intensive care medicine namely blood products, immune
globulin preparations, globulin preparations, coagulation factors; medicines for use in
transplantation procedures and for influencing blood coagulation; immune globulin
preparations for treating imumune insufficiencies, especially auloimmune insufficiencies,
cancer, virus infections, conditions of virus reactivation, anemia, profein anemia, inimune

globulin anemia, blood coagulation disorders, and deficiencies in blood ceagulation

jaugd

ctors, blood products for medical use, namely blood plasma; blood substitutes; plasma
10 -
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substitutes and plasma expanders; vaccines, especially on basis of immune globulines;
blood coagulation preparations, especially coagulation factors for clinical and medical
laboratory use; antibiotics; medicines for treating the ceniral nervous system; medicines
for treating heart and circulation diseases; medicines for {reating the respiratory system;
medicines for wrological treatment; medicines for treatment of digestive organs and
corresponding/adjoining  glands;  hormones; vitamins;  immunosuppressive, anti-
inflammatory, and antiallergic medicines; dermatological, ophtalmological and otological
medicines; in-vivo diagnostic preparations for clinical or medical purposes and clinical or
medical laboratory use; tissue typing; test kits comprising monoclonal and polycional
antibodies and natural and recombinant antigenes, for tests on serological and immune
genetic basis, and reageunts therefore for veterinary medical laboratory purposes;

imrnunoeassays such as ELISA's,

consisting of reagents, sers, monoclonal and polyclonal
antibodies, natural and recombinant antigens, and microtiter plates, and reagents
therefore for veterinary medical laboratory purposes; diagnostic preparations for
veterinary medical uses in the treatment of infections; media for bacteriological culiures,
namely ready-to-use culture media and nuirient media and ingredients thereof (under
class 0035); syringes, catheters, transdermal delivery systems comprising blood warmers
and plasma for clinical use; plates, spatula, vials, pipette tips and beakers for clinical or
diagnostic use; sample holder, reader, photometer, dipsticks, tfestsirips, plates and
multiwell microtiter plates for blood and virus diagnostics for clinical and diagnostic use
{under class 010); and blood warmers; apparatus namely incubator, cell sorter, cell
counter, shaker, pipettes, plates and vials for cell recovery and for handling of cells;
measuring and  surveying apparatus namely sample holder, reader, photometer,
centrifuge, shaker, incubator, washer; measuring and surveying kits/systems and agar
strips for determination and quantification of substances, namely blood and respivatory
aicohol, anemometers, laboratory robot, DNA hybridization assays and cell agglutination
tests {under class 009}

it
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13, Petitioner alleges that the application that resulted in Registration No.
2,961,650 constituted fraud on the U.S, Patent and Trademark Office.

16, Registraut would not have received Registration No, 2,961,630 for all of
the goods identified therein but for the willful material misrepresentation in the
application.

17. The Patent and Trademark Office relied on Registrant’s materially false
statements in approving the application for registration, and but for these false statements
and representation, the application would not have been approved for publication and
regisiration.

18, Based on the foregeing, Petitioner avers that it will be damaged by the

continued ownership by Registrant of Registration No. 2,961,650.

WHEREFORE, Petitioner prays that this petition for cancellation be granted and

that Registration No. 2,961,650 for the BIOTEST mark be cancelied forthwith,

Respectfuily submitied,

P2yl ) <
A 3 o g \\\
§ RO A o F
Dated: January 4, 2008 T AT

Peter J. Glugk, Esq.
Ehab M. Samuel, Esq,
Greenberg Traurig LLP
3161 Michelson Drive, Suite 1000
Irvine, CA 92612

Tel: (949} 732-6500

Attorneys for Petitioner

17 .
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RATNER & PRESTIA
Suite 301
(e Westlakes, Berwyn
2.0 Box 980
Valley Forge, PA 19482-0980
{610} 407-0700

FILE 3SM-424U8
INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Application/Registration of BIOTEST AG
For Mark: BIQTEST AND DESIGN

Serial No.: To Be Assigned

Registration No,:
International

Filing Date: Hergwith
Issue Dater

Classes; 1. Sand 1D

Assistant Commissioner of Trademarks
2900 Crystal Dirive
Arlington, Virginia 22202-3513

SIR:

Transmitted hevewith for filing is (are)

1

An Application for Registuation

Apphication for Renewal snd Declaration of Use:
| Heotion @ Rerev! (R3O0 ass)
Combined / Section 9&8

favation of Use:
Beotion §
Section 1§
Combingd

Bl v
{% FOOAC Tans)
{-\\ 200/ ‘3\\}
{83000 IsR)

\
i

- Motice of Oppostian {S200/Class)
. Muiiee of Appaat {a,ms::: Class)
- Amendinent fo Allege Use  ($100/Class)
» Stasemeny of Use (S 100/ Classy
. i Extension of Time {$130/Clawy)
- E-“’@it tom for Uanceliation '

- Netive of (ippesition

Othery |

TOTAL CHARGES
The Assistant Commissioner 3 hereby authorized to charge any fees which may be r

TRADEMARK

($325/Class) 975,00

($500/Class}

($300/Class)
{3300/Ciass)

875.8¢

equired, or credii any

overpayment, to Deposit Account No, 180358, A duplicate copy of this fee sheet is enclosed,

Respectfully submitted,
N ¥
¥ § g
iy ;

”
Ll/}’r&s.{?}
§amu~ C. Sinmons
Attomey of Record

Dated: February 231, 2002
Encl.

EXPRESS MAIL Mailing Label Number, EV 043718474 US
Dale of Deposit: February 214, 2002

N

PSP LTS Za

§ hereby sertify that this paper and fee are being deposiied; under 37 C.F.R. § 1.10 and with sufficient postage, using

the "Exprass Mall Post Office {o Addressae” service of the United Qiatea Postal Sarvice on th

2 data indicated above

and that the deposit is addressed to the Assistant Commiasionsr of Trademarks, 2900 Crystal Drive, Arlington, Virginia

222023513, -8
\ ." &
}.
5%{ AL \ 3 LA
7 ; Jamss C. Simmons
{/

MO DASSMUPAUSTTMTRANS DOC
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BE ANTMAFPIFLOOC

Inre Application of BIDTEST AG

For: BIOTEST AND DESIGN

International Classes: 1, 5, 10

TRADEMARK
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MARK: BIOTEST AND DESICGN
International Classes: 1, 8, 1¢

TOTHE ASSISTANT COMMISSIONER FOR TRADEMARKS:
Applicant; BIOTEST AG a Gorman Corporation

having a business address of

Waldfriedstrasse 4

60528 Frankfurt/Maln, Germany

The above-identified applicant requests registration of the trademark as
shown in the accompanying drawing for the following goods: Chemicals used in industry
and science; in-vitro diagnostic agents, sspecially for industrial and sciendific purposes;
test kits and reagents for industrial porposes; ready-to-use culture media; nutrient media
and ingredients thereof, systems for determining resistance and for identification of
germs; buffers, salts, solvents and reagents for the test kits; plates and multiwell plates
{microtiter plates), especially for cell typing, blood and virus diagnostics; DNA probes,
International Class 1.

Fharmacentical and veteninary preparaiions and products; preparations for
sanitary purposes; dietetic substances adapted for medical use; food for babies; plasters;
materialy for dressing; pharmaceutical preparations for haematology; intensive care
medicing; transplantation medicine and for influencing blood cosgulation;
immunoglobulin preparations; serum preparations, especiaily senum proteins and
solutions comprising the sarpe; human alburain; blood products; blood substitutes;
plasma substitutes and plasma expanders; vaccines, especially op basis of
tmmunoglobulines; blood coagulation preparations, especially coagulation factors;
antibictics; narcotics; medicines for treating the central nervous systern; medicines for
ireating heart and circulation diseases; medicines for treating the respivatory systern;
medicines for vrological treatment; rnedicines for treatment digestive organs and

corresponding/adjoining glands; hormones; vitaming, immunocsuppressive, anti-
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inflamnmatery, antiallergic, hyposensitizing and detoxifying medicines; dermatological,
ophtalmological and otological medicines; products for in-vivo diagnostic purposes;
antibodies, especially moncclonal antibodies for use in in-vivo diagnostics and for
therapy; in vitro diagnostic agents for rnedical purposes, especially for proteins such as
antibodies, monocional antibodies or immunocglobulines, or nucleic acids, for blood
group disgnostics and entibody defermination, tissue typing, cell diagnostics,
microbiclogical diagnostics and sanitary (hygiene) monttoring; test kits and reagents,
especially for blood group diagnostics, antibody determination, tissue typing, cell
diagnostics, microbiclogical diagnostics, determination of substances, especially toxic
substances, especially test kits on serological and immune genetic basis and treagems.
therefore; imnunoassays such as ELISA's and reagents therefore; diagnostic agents for
infections, International Class 5;

Surgical, medical, dental and a veterinary instruments and apparatus;
botiles and condainers for storage and conseérvation of solutions for ransfusions and
infusions; instruments, apparatus or devices for removal and determination of sricro~
organisms from various media; apparatus for (micro) determination of interesting
substances, especially labelled substances, for diagnostic purposes; ransfusion and
infusion apparatus and devices; blood warmers; apparatus for cell recovery and fox
handling of cells, including disposable materials; measuring and sorveying apparatus {for

determination and guantification of microorganisms in air, Hauids and on surfaces;
measuring and surveying apparatus for determination and quantification of substances,
especially blood sugar, blood and respiratory aloohol, toxic substances, oxygen and blood

constithents such as haemoglobin; apparatus for determination of air borne germs and for

sanitary (hygiene} monitoring, International Class 10;
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The applicant further requests that such frademark be registered in the United States
Patent and Trademark Office on the Principal Register established by the Lasham Act of

July 5, 1946 (15 U.B.C. §1051 et. seq., as amended),

The applicant is using the mark in cornmerce on and in connection with
the above identified goods. One (1) specimen showing the mark as used in cornmerce is

submitied with this application.

n Date of first use of the mark anywhers:  July 2, 1977

S

I Date of first use of the mark in commerce which the
U, 5. Congress may regulate:  October 5, 1997

L Type of Commerce: Between the U8, and Germany.

IV} The mark iz applied to labels, packaging for and/or directly to the goods.

The mark consists of the word BIOTEST proximate a red triangle device with a
red ball or circle at each of the vertices of the triangle device.
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POWER OF ATTORNEY

The applicant hereby appoints Pavl F. Prestia, Allan Ramer, Andrew L.
Ney, Kenmeth M. Nigon, Kevin R, Casey, Benjamin B, Leace, James €. Simmons,
Lawrence B, Ashery, Robert L. Aunderson, Christopher R. Lewis, Jacques L. Etkowice,
Jonathan H. Spadt, Joshua L. Cohen, Fack 1. Jankovitz, Daniel N. Calder and ¥evin W,
Goldstein all members of the Bar of the Comunonwealth of Pennsylvania, and all of
Ratner & Prestia, Suite 301, Ove Westlakes, Berwyn, P. O Box 980, Valley Forge, PA
194820980, to prosecute this appHeation to register, to transact all business in the Patend
and Trademark Offics in connection therewith, and to receive the Certificate of
Registration. (orrespondence and inguiries concerning this matter should be directed o

James C. Simmons
Rainer & Prestia
Sutte 301
One Westlakes, Barwyn
P. O.Box 980
Valley Forge, Pennsylvania 19482-0280
{610} 4070700

APPOINTMENT OF DOMESTIC REPRESEMTATIVE
BY FOREIGN APPLICANT

Applicant hereby designates Paul F. Prestia, Allan Ratner, Andrew L. Ney,
Fenneth N. Nigon, Kevin R, Casey, Benjamin 8. Leace, Fames €. Siromons, Lawrence E.
Ashery, Robert L. Anderson, Christopher R, Lewis, Jaaqhés L. Etkowicz, Jonathan H.
Spadt, Joshua L. Cohen, Jack I Jankovitz, Dandel W, Calder and Kevin W. Goldstein afl
of Rainer & Prestia, Suite 331, One Westlakes, Berwyn, P. O. Box 980, Valley Forge, PA
18482039280, a5 its domestic representatives upon whom notises or process in procesdings

affecting the trademark/service mark may be served.
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DECLARATION

The undersigned being hereby warned that willful false statements and the
like so made are punishable By fine or imprisorrnent, or both, under 18 U.5.C. 1001, and
that such willful false statements may jeopardize the validity of the application or any
resulting registration, declares that he/she is property authorized to execute this
appHcation on behalf of the applicant; he/she believes the applicant to be the owner of the
tradernark/service mark sought to be registered, or, if the application is being filed under
15 U.8.C. 1051(h), he/she believes apphicant to bé entitled to use such mark in
commerce; to the best of his'her knowledge and beliaf no other person, firm, corporation,
or association has the right to use the above identified mark in commerce, either in the
identical form thereof or in such near resemblance thereto as to be likely, when used on or
in connection with the goods/services of such other persen, 1o cause confusion, or to
cause mistake, or to deceive; and that all statermnents made of his'her own kunowledge are

true and all statements made on information and beliel are believed o be true.

Under the laws of Germany, the position of the individual signing is equivalent to

that of an officer in a United States corporation.

BI@TEST AG

. /ﬁuﬂ_&wa—f roope /i N,

Silghature meckc \/P Shetog e M{’,{M g f

cD d{f‘g’“ﬁf&(y{ /’d"{é\ 828 9 */‘;‘f J)}‘rc o o s
Print or Type Name & Title

Date: {?/9)’, a/?, @
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Enclosures: Drawing, Specimen/Facsimile, Check

The Commissioner is hereby authorized
at any time to charge any fees reguired,
or credif any overpayment, to Deposit
Account No. 18-0330,
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Applicant: BIOTEST AG

{A German Corporation}
P. O, Address: Waldfriedstrasse 4

3328 Frapkfurt/Main Germany

Date of First Use: July 2, 1877 :
Date of First Use in Interstate Commerce: Oetober §, 1897
Goods: Chemicals vsed in industry and science; in-vitro diagnostic agents,

especially for industrial and scientific purposes; test kits and reagents for industrial
purposes; ready-te-use culture moedia; nuitient media and ingredients thersof; systems for
determining resistance and for identification of germs; buffers, salts, solvents and
reagents for the test kits; plates and ymultiwell plates (microtiter plates), especially for cell
typing, blood and virus diagnostics; DNA probes, International Class 1.

Pharmaceutical and veterinary preparations and products; preparations for
santtary purposes; dietetic substances adapted for medical use; food for babies; plasters;
materials for dressing; pharmaceutical preparations for haernatology; intensive cars
medicing; transplantation medicine and for influencing blood coaguiation; _
imnunoglobulin preparations; serom preparations, especially serum proteins and
sohutions comprising the same; harnan albumin; blood products; blood substitutes;
plasma substitutes and plasma expanders; vaccines, especially on basis of
imrounoglobulines; blood coagulation preparations, especially coagulation factors;
antibiotics; narcotics; medicines for ireating the central nervous system; medicines for
treating heart and cireulation diseases; medicines for treating the respiratory sysiem;
medicines for wrological freatment; medicines for treatment digestive organs and
corresponding/adjoining glands; hormones; vitamins; Irmnuenosuppressive, anti-
milanmatory, antiallergic, hyposensitizing and detoxifying medicines; dermatological,
ophtalmological and otological medicines; products for in-vivo diagnostic purposes;
antibodies, especially monoclonal antibodies for use in in-vivo diagriostics and for
therapy; in vitro diagnostic agents for medical purposes, especially for proteins such as
antibodies, monoclonal antibodies or immunoglobulines, or nucleic acids, for bloed
group diagnostics and antibody determination, tissue typing, cell diagnostics,
microbiclogical diagnostics and sanitary (hygiene) monitoring; test kits and reagents,
especially for blood group diagnostics, antibody determunation, tissue typing, cell
diagnostics, microbiclogical diagnostics, determination of substances, especially toxic
subsiances, especially test kits on serological and immune genetic basis and reagents
therefore; inrnunoassays such as BLISA's and reagents therefore; diagnostic agents for
infections, Intermational Class 5;
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Surgical, medical, dental and a veterinary instruments and apparatus;
bottles and containers for storage and conservation of solutions for transfissions and
infusions; instruments, apparatus or devices for removal and determination of micro-
organisms from various media; apparatus for (micro) determpination of interesting
substances, especially labelled substances, for diagrostic purposes; transfusion and
infusion apparatus and devices; blood warmers; apparatus for cell recovery and for
handling of cells, inchuding disposable materials; measuring and surveying apparatus for
determination and quantification of microorganisms in air, liguids and on surfaces;
measuring and surveying apparatus for determination and quantification of substances,
especially blood sugar, blood and respiratory alcohol, toxic substances, oxygen and blood
constituents such as hasmoglobin; apparatos for determination of air borne germs and for
sanitary (hygiene) monitoring, International Class 10;

o
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SPECIMENS

Mak: BIOTEST AND DESIGN

International Class: 1, §, 10

Applicant: BIOTEST AG

TRADEMARK
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{Typed Drawing]
Mark
SELF BIO-TEST

Fseudo Mark
SELF BIO TEST

Goonds and Services
IC 005, WS 005 018 044 048 051 082, G & 3: self test for biclogical
infection

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
TROY209

Filing Date
November 7, 2001

Filed ITU
FILED AS ITU

Owner Name and Address
(AFPPLICANT) DeFeudis, EBdward, Cralg INDIVIDUAL UNITED STATES 8958 Froude
Ave. Surfside FLORIDA 33154

Tvpe of Mark
THADEMBRK

Register
PRINCIPAL

Live Dead Indicator
LIVE
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[Typed Drawingi
Mark
BIO-TEST KIT
Goods and Ssrvices
IC 008, UE 021 023 028 036 038, G & S: test kit for biological testing

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
78082102

Filing Date
Novamber 7, 2001

Filed ITU
FILED AS ITU

Cwner Name and Address
{APPLICANT) DeFeudis, Bdward, Crailg INDIVIDUAL UNITED STATES 8958 Froude
Ave, Surfside FLORIDA 33154

Type of Mark
TRADEMARK

Register
PRINCIPAL

Live Dead Indicator

LIVE
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{Typed Drawing]
Mark
SELF BIO-TEST KIT

Pseudo Mark
SELF BIO TEST KIiT

Goods and Servicss
IC G05. US 006 018 044 046 051 032, G & 3:; self test for biclogical
infaction

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
78092088

Filing Date
Nowvembeaer 7, 2001

Filed ITU
FILED AZ ITU

Owner Name and Address
(APPLICANT DeFeudis, Bdward, Craig INDIVIDUAL UNITED STATES 8958 Froude
Ave. Surfside FLORIDA 33154

Type of Mark

TRADEMARK
Raegister

PRINCIPA

Live Dead Indicator
LIVE
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*
4
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¥EX Search: 4 FY Dooument Number: 1S
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*&%  User: acolillins Serial Number:
{Typed Rrawing]
Mark

HOME BIO-TEST

Pseuds Mark

HOME RBI0 TEET
Goods and Services
IC G05.  Us 006 018 044 (45 051 0

infection

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
78092077

Filing Date
November 7, 2001

Filed ITU
FILED AS ITU

Owner Name and Addrsass
{APPLICANT) DeFeudis, Edward Cralg
Ave, Surfside FLORIDA 33154

Type of Mark
TRADEMARK

Register
PRINCIPAL

Dead Indicator
LIVE

Live

INDIVIDUAL

Home test for biological

UNITED

STATES 88958

Frouds
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User: acollins

Mark
HOME BIO-TEST KIT

Pseudo Mark
HOME BIQ TEST KIT
Goods and Servicsas
IC 095, Us QO¢ 018
biological infection

Mark Drawing Code
{1} TYPED DRAWING

Serial Number
78082075

Filing Date
November 7, 2001
Filed ITU
FILED AS ITU

Owner Name and Address
{AFPLICANT) DeFeudis,
Ave, Surfsides FL

Type of Mark
TRADEMARK

Reglister

PRINCIPAL
Live Dead Indicator
LEVE

Civm v s A %A
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Serial Number:

{Typed Drawing]
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Flughafenstr. 4 Frankfurt am Main-Niederrad FED REF GERMANY D-&000
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Assignment Recordsd
ASSTIGNMENT RECORDED

Section 44 Indicator
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UNITED STATES PATENT AND TRADEMARK OFFICE
SERIAL NO: 76/374498

APPLICANT BIOTEST AG

CORRESPONDENT ADDRESS: : RETURN ADDRESS:
JAMES C. SIMMONS Commissioner for Trademarks
RATNER & PRESTIA 7306 Crystal Drive )
ONE WESTLAKES, BERWYN STE 101 Adlingion, VA 22302-3513
B0 BOX 080 ccomilS@uspio.gov

VALLEY FORGE, PENNSYLVANIA 19482-0080

MARK: BIOTESY

CORRESPONDENT'S REFERENCE/DOCKET NO:  §SM-4941J8 Please provide in alf correspondence:
MAILING BATE i, Filing date, serisi number, mark and
MaA G PBATE: - s appiicant’s name.
¥ UE” ; 8 zgﬁz 2. Mailing date of this Office Action.
I Examining Attorney's name and

CORRESPONDENT EMAIL ADDRESS: L oy

NiA 4. Your telephone number and ZIF code,

OFFICE ACTION

TO AYOH ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TGO THIS OFFICE ACTION
WITHIN § MONTHS OF OUR MAILING OR R-MAILING DATE.

To respond  formally wsing the Offies’s Tredemark Blecoonic  Application  System {TEASR), vist
Bitpuiwww. aspto goviieasindex. hbmd and follow the instructions.

To respond formally via B-maill, visit hitpy/wwwasptogeviseptember!Vimelecresp litm and follow the
instructions.

To respond formally via reguiar mall, your response shonld be sent to the mailing Return Address listed abova and
inchyde the serial nuraber, Iaw office and examiner's name on the uppsr right comer of each page of vour response.

To check the status of your application at any time, visit the Offise's Trademark Applications and Registrations
Remrieval {TARR) svetem at bfin/fiarr.usplo.pov/

For general and other useful information abowt trademarks, you are encouraged to visit the Office’s web site a
htip:/www. uspio.gov/main/trademaris. hitm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED
EXAMINING ATTORNEY,

RE: Serial Number 76/374498 — BIOTEST and Design

The assigned examining attorney has reviewed the referanced application and determined the

A
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PRIOR PENDING APPLICATIONS

Although the examining attorney has searched the Office records and has found no similar
registered mark which would bar registration under Trademark Act Section 2{d), 15 U.S.C.
§1032(d}, the examining attomey encloses information regarding pending Application Serial Nos.
78192091, 78/092102, 78/092089, 78/092077, and 78/092075. 37 CF.R. §2.83.

Paa0. ATAW ABML el btk

There may be a likelthood of confusion between the applicant’s mark and the marks in the above
noted applications under Section 2(d) of the Act. The filing dates of the referenced applications
precede the applicant’s filing date. [f one or more of these earlier-filed applications matures into a
registration, the examining attorney may refuse registration under Section 2{d).

IDENTIFICATION AND CLASSIFICATION OF GOODS

The identification of goods is unaceeptable as indefinite and includes poods which may be
classified in more than one class. TMEP section 1402.01. The applicant must amend the
identification to clarify the exact nature of the goods where indicated below and to classify the
goods correctly.  Also, in amending the identification, the applicant should be as complete and
specitic as possible and avoid the use in any indefinite or overly broad terms or phrases.

Media for bacteriological cultures are classified in International Class 5. It is unclear whether
many of the goods listed in International Classes 1 and 14 are “medical” equipment or “laboratory”
equipment in pature. Medical squipment and apparstus {(used for the actual treatment of patients)
are classified in International Class 10, Laboratory equipment and apparatus (used for research
purposes) are classified in International Class 9. For this reason, in these cases the examining
aftorney has suggested an amended identification for both International Class 9 and International
Class 10, unless the nature of use has already been clearly specified in the identification.

The applicant is encouraged to use the Trademark Acceptable identification of Geods and Services
Manual as a reference in amending the identification of goods. This resource can be found at
hitpy//atias/netahtm/tidm htmi or Btp/fwww uspio.goviweb/offces/tac/doc/gsmanual/index htmi.

The applicant must rewrite the identification of goods in its entirety because of the nature and
extent of the amendment. 37 CFR. §2.74(b). The applicant should also delete all parentheses
from the dentification,

The applicant may adopt the following identification, if accurate {amendments shown in bold
type):

Chemicals used in industry and science [indicate specific usel; in-vitro diagnostic
preparations for scientific purposes; test kits comprising [specify primary components
of kits {(Neote: primary components must be classified in International Class 1 for kits
to be classified in International Class 1)] and reagents for {indicate specific use, ..,
seientifie, research] purposes; systems for determining resistance and for identification of
ms comprising [specify primary components of systems (Note: primary compenents

»rut be classified in International Class 1 for systems to be classified in International
cunas 15 test Kits comprising buffers, salts, solvents and reagents for [indicate specifie
use, e.g., scientific, research] purposes; DMA probes for {indicate specific use, e.g

[S A
seientific, research] purposes, in International Class 1;
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Pharmaceutical and veterinary preparations and products, namely, [specify nature and use
(i.e., what disease, illness, eondition wsed to treat)]; preparations for sanitary purposes,
namely, [specify goods by common commercial name]; dietetic substances adapted for
medical use, namely, [specify goods by common commercial name]; food for babies;
medical plasters; materials for [specify, e.g., wound, burn, surgical] dressings;
pharmaceutical preparations for hematology; intensive care medicine, namely, {specify
goods by commen commercial name]; medicines for wse in transplantation procedures
and for influencing blood coagulation; immunoglobulin preparations for treatment of
[specify disease, iliness, condition used to treat}; serum preparations and serum proteins
and soclutions comprising the same for treatment of {specify disease, Hiness, condition
used to treat]; human albumin fer [specify use, e.g., clinical, medical use]; bised
products for [specify, e.g., human, veterinary] use, namely, blood plasma, blood
substitutes, plasma substitutes and plasma expanders for [specify, e.g., clinical or medical
faboratory purpeses]; vaccines, especially on basis of immmoglobulines; blood
coagulation preparations, especially coagulation factors for {specify, e.g., clinical or
medical laboratory use]; antibiotics; narcotics for treatment of [specify disease, illness,
condition used to treat]; medicines for treating the central nervous systemn; medicines for
treating heart and circulation diseases; medicines for treating the respiratory systemy
medicines for urological treatment; medicines for treatment of digestive organs and
corresponding/adjoining  glands;  hormones;  vitamins; immunosuppressive,  anti-
inflamimatoty, antiallergic, hyposensitizing and detoxifying medicines for use on [specify,
e.g., blood and hematopoctic organs]; dermatological, ophthalmological and otological
medicines; in-vivo diagnostic preparations for [specify use, e.p., clinical or medical
laboratory use]; antibodies, namely, monoclonal antibodies for use in in-vivo [speeify,
e.g., clinical, medical] diagnostics and for patient [indicate type of therapy] therapy; in
vitro diagnostic agents for medical purposes, especially for [clarify nature of use] proteins
such as antibodies, monoclonal antibodies or immunogliobulines, or nucleic acids, for blood
group diagnostics and antibody determination, tissue typing, cell diagnostics,
microbiological diagnostics and sanitary and hygiene monitoring; test kits comprising
[specify primary components of kits (Note: primary components must be classified in
International Class § for kits to be classified in International Class 8)] and reagents for
findicate use, e.g, clinical ar medical laboratory use], especially for biood group
diagnostics, antibody determination, tissue typing, cell diagnostics, microbiological
diagnostics, detection of toxic substances; test kifs comprising [specify primary
components of kits (Note: primary components must be classified in International
Class § for kits to be classified in International Class 8)} on serological and immune
genetic basis and reagents therefore for [indicate use, e.g., clinical or medical laboratery
usel; ummunoassays such as ELISA's comprising [specify primary components of
immunoassays {Note: primary components must be classified in International Class 5
for immunoassays to be classified in International Class 5)| and reagents therefore for
[indicate use, e.g, clinical or medical laberatory use]; diagnostic preparaticns for
[specify use, e.g., clinical or medical Inboratory use] in the treatment of infections
media for bacteriological cultures, namely, ready-to use culiure media and putrient
media and ingredients thereof, in International Class §;

Laboratory instruments, apparatus and eguipment for scientific or medical research
use, pamely, plates and multhwell microtiter plates for cell typing, biood and virus
Iaeyremm vl b P ¥ CT L s gt
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micro-organisms from various media, namely, {specify goods by common commercial
name}; blood warmers; apparatus for ecll recovery and for handling of cells, including
disposable materisls, namely, [specify goods by common commercial namel;
measuring and surveying apparatus for determination and guantification of
microorganisms in air, lguids and on surfaces, namely, {specily goods by common
commercial name]; measuring and surveying apparatus for determination and
guantification of blood sugar, blood and respiratory alcohel, texic substances, oxygen
and blood comstituents such as heemoglobin, namely, [specify goods by commoen
commercial name}; apparatus for determination of air berne germs and for sanitary
_and hygiene monitoring, namely, [specify goods by commen commercial name], in
international Class 9;

Surgical, medical, denial and veterinary instruments apparatus and eguipment for clinical
or diagnostic use, namely, {specify goods by common commercial name}; bottles and
containers for storage and comservation of sohutions for tramsfusions and infusions:
instruments, apparatus and devices for removal and determination of micro-organisms from
various media, namely, [specify goods by common commercial name]; apparatus for
micro determination of labelled substances for diagnostic purposes, namely, [speeify goods
by common commercial pame}; transfusion and infusion apparatus and devices, namely,
{specify goods by common commercial namel; blood warmers; apparatus for cell
recovery and for handling of cells, including disposable materials, namely, {specify goods
by common commercial pame]; measuring and surveying apparatus for determination and
quantification of blood sugar, blood and respiratory aleohol, toxic subsiances, oxygen and
blood constituents such as haemoglobin, namely, [specify goods by common commereial
name}; plates and muliiwell microtiter plates for cell typing, bloed and virus
dizgnostics, in Infernational Class 10,

Please note that, while an application may be amended to clarify or limit the identification,
additions (o the identification are not permitted. 37 C.F.R. Section 2.71(a); TMEP section 14¢2.06.
Therefore, the applicant may not amend to include any goods that are not within the scope of goods
set forth in the present identification,

ADBITIONAL CLASS OF GOODS

1f the applicant adopts the suggested amendment 1o the identification of goods, the applicant must
amend the classification to Intemnational Classes 1, 5, § and 10, In that case, the applicant must
also comply with each of the following,

{1} The applicant must lst the goods by international class with the classes listed in
ascending numerical order. TMEP section 1403.01.

(2} The applicant must submit a filing fee for each international class of goods not covered
by the fee already paid. 37 C.F.R. Sections 2.6(a)(1) and 2.86{a); TMEP sections 8§10.01
and 1403.01. Effective January 10, 2000, the fee for filing a trademark application is $325
for each class. This applies to classes added to pending applications as well as 10 new
applications filed on or after that date.
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OWNERSHIP OF PRIOR REGISTRATION
If the apphicant is the owner of Registration Ne. 1,212,867, the applicant must submit a claim of
ownership. 37 CF.R. §2.36, TMEP §812. See attached registration.

A properly worded claim of ownership should read as follows:
The applicant is the owner of U.S. Registration No. 1,212,867

DRAWING CONTAINS COLOR

The drawing of the mark contains color. A drawing must be in black and white. Therefore, the
applicant must submit a new drawing showing the mark clearly and conforming to 37 C.F.R. §2.52.
If the applicant wishes to depict color in the drawing, then the applicant must provide a clear and
specific description of what the color is and where the color appears in the mark. 37 CFR.
§2.52(a}2)(v), TMEP §807.09(c).

If the applicant includes a description of the color and where it appears in the mark, the Office will
presumne that the applicant is claiming color as a feature of the mark. If the applicant does not
consider color 10 be a feature of the mark, the applicant should not submit a desmpimrﬁ of the color
and where it appears in the mark.

SPECIMENS FILED BUT MISLAID

While the application file indicates that the applicant submitted the required specimens {one per
class), this Office apparently misplaced these specimens. Please submit additional specimens
identical to that originally filed. The examining attorney regrets any inconvenience to the
applicant,

Eoeee p Ul

Alicia B, Colling

Trademark Examning Attormney
Law Office 115

(703 308-91i5 ext, 186

{703) 872-987S (fax)



. RatnerPrestia

Suite 301, One Westlakes, Berwyn
P.C. Box 980, Valley Forge, PA 19482-0980
{610} 407-0700

FILE SSM-494U8 TRADEMARK
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

For ‘viark BEOTFST A\II} BESTGN

Serial No.: 76/374,498 Filing Date: ¥ebruary 21, 3062
Registration No.: e fssue Date:

Interpational Class: 9

Assistant Commmissioner of Trademarks
2900 Crystal Drive

Arhington, Virginia 22202-3513

SIR:

Transmitted herewith for filing is {are):

i An Apphcation for Registration ..o {3335/Class)
i Application for Renewal and Declaration of Uss:
U} Section 9 Renewal ........ R U U PR UPPRRPOTUURP ($400/Classy
{1 Combined / Section S&8 ..ot e (8500/Classy
i Declaration of Use
L] Section 8. PR (3100/Classy
L BEtOn 18 i e e {$200/Class)
[ Combined ..o ($300/Crassy
i Notice 0f APPEal...... i U OPR PPN ($100/Classy
Il Amendment to Altepe Use ... S {3100/Class)
U] StatemmEnt OF S8 oot T ($100/Class)
7 Extension of THNE ot e ($150/C1ass)
1 Petition for £ancelalion .. {$300/Class)
7 Notice of Opposition.......c.ocooviinnns T enin {(3300/Clazs) S
& Other:  Additional Class ... R St aa e o o e et e i 335,00
TOTAL CHARGES 335,00

The Assistara Comumisgioner is hereby anthorized to charge any fees which may be reguired, or credit any
overpayment, to Deposit Account No, 18-0350. A duplicate copy of this fee sheet is enclosed.

Respecifully submitted,
A .
. / k‘ .
AT / AL e

Sty nons

Atto\mcy of Record

14, 2003
The Assistanl Commissioner for Trademarks is I nershy ceriify that this comrespondence is being deposited with
hereby authorized to charge payment to Deposit the United States Postal Ssrvice with suificient postage as first
Accouni No, 18-8380 of any fees associated with class mall in an envelope addressed to. Assisiant Commissiocnes
this communication. for Yrademarks, 2900 Cn_,'s\im Drive, Aringlon, VA 22202-3513 on:
i P S
Bate P . L N
I {
¢ L {
b (v N s
f’f\”\.
C_WFS_MAIN\TETOATAVCLIEN NAPALENTMTRANS 1,008 L
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SEM-494US

Mark:
Serial No.:
Filed:

Applicant:

TRADEMARK

*Please place on Upper Right Corner™ *
**of Response io Office Action ONLY.**

Examining Attorney: COLLINS, ALICIA
Serial Number: 76/374498

R

IN THE UNITED STATES PATENT AND TRADEMARK QFFICE

BIOTEST AND DESIGHN » Examining Attorney:
76/374,498 v Alicia Collins
February 21, 2002 : Law Office: 1158
BIOTEST AG :

AMENDMENT

BOX RESPONSES FEE

To The Assistant Commissioner for Trademarks
2800 Crystal Drive

Artington, VA

SIR:

22202-3513

Responsive to the Office Action datad July 18, 2002, please amend the

above-identified application as follows.

the following.

Class 1:

Please delate the entire description of goods and substitute therefor

Chemicals used in industry and science; in-vitro diagnostic
preparations for scientific purposes; test kits comprising reagents,
sara, monocional and polyclonal antibodies, natural and recombinant
antigens, and microtiter plates, and reagents for scientific and research
purpeses; systems for determining resistance for scientific purposes
comprising nutrient media, cell culture media, and dried media;
buffers, saits, solvents; test kits comprising buffers, salts, solvents and

reagents for industrial and scientific purposes for hygiene monitoring

01/23/2003 BLTTY 00000043 TRATHMMR

¢ FLaR00E

335,00 08

= E\"u& v""?"
WA
ot
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Class 5

-2 TRADEMARK

on surfaces, in air and liguids, and systems for identification of germs
for scientific and research purposes comprising nutrient media, buffers
and salts; plates and muitiwell plates (microtiter platss), especially for
cell typing, blood and virus diagnostics; DNA probes for tissue typing,
germ or pathogen identification and blood group determination,
International Class 1,

Pharmaceutical and veterinary preparations and products for treating
imraune insufficiencies, especiaily autolmmune insufficiencies, cancer,
virus infections, conditions of virus reactivation, anemia, protein
anemia, immune globulin anemia, blood coagulation disorders, and
deficiencies in blood coagulation factors, or for preventing rejections in
transplantation medicine; food for babies; medical plasters; materials
for wound, burn or surgical dressing; pharmaceutical preparations for
hematology, oncelogy, transplantation medicine, nephrology,
pediatrics, for intensive care medicine namely blood products, immune
giobulin preparations, globulin preparations, coagulation factors;
medicines for use in transplantation procedures and for influencing
bicod coagulation; immune globulin preparations for treating immune
insufficiencies, especially autoimmune insufficiencies, cancer, virus
infections, conditions of virus reactivation, anemia, protein anemia,
immune globulin anemia, blood coagulation disorders, and deficiencies
in blood coagulation factors, or for preventing rejections in
transplantation medicine; serum preparations, and serum proteins and
solutions comprising the same for medical use, human aibumin for
medical use; blood products for medical use, namely blood plasma;
blood substitutes; plasma substitutes and plasma expanders; vaccines,
especially on basis of immune globulines; blocd coagulation
preparations, especially coagulation factors for clinical and medical
laboratory use; antibiotics; narcotics; medicines for treating the central
nervous system; medicines for treating heart and circulation diseases;
medicines for treating the respiratory system,; medicines for urological

treatment; medicines for treatment digestive organs and
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Class 9:

-3 TRADEMARK

corresponding/adjoining glands; hormones; vitamins;
immunosuppressive, anti-inflammatory, antiallergic, hyposensitizing
and detoxifying medicines for medical uses; dermatological,
ophtaimolegical and olological medicines; in-vivo and in-vitro
diagnostic preparations for clinical or medical purposes and laboratory
use; antibodies, namely mono- and polycional antibodies for use in in-
vivo clinical and maedical diagnostics and for patient therapy; in vitro
diagnostic agents for medical purposes, especially for determination of
proteins, such as antibodies, monoclonal antibodies or immune
globuling, or for determinations of nucleic acids, for blood group
diagnostics and antibody determination, tissue typing, cell diagnostics,
microbiclogical diagnostics, determination of toxic compounds and
sanitary and hygiene monitoring; test kits comprising ready to use
nutrient media for microorganisms, especially bacteria, and reagents
for medical and laboratory uses, especially for blood group diagnostics,
antibody determination, tissue typing, cell diagnostics, microbiologicat
diagnaostics, determination of toxic substances; test kits comprising
monoclonal and polycional antibodies and natural and recombinant
antigenes, for tests on serological and immune genetic basis, and
reagents therefore for human and veterinary medical laboratory
purposes; immunoassays such as ELISA’s , consisting of reagents,
sara, monoclonal and poivcdonal antibodies, natural and recombinant
antigens, and microtiter plates, and reagents therefore for human and
veterinary medical laboratory purposes; diagnostic preparations for
human or veterinary medical uses in the treatment of infections; media
for bacteriological cultures, namely ready-to-use culture media and

nutrient media and ingredients thereof, International Class 5;

Laboratory instruments, apparatus and equipment for scientific or
medical research use, namely plates and multiwall microtiter plates for
cell typing, blood and virus diagnostics; instruments, apparatus and
devices for removal and determination of micro-organisms from

various media; blood warmers; apparatus for cell recovery and for
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Class 13

-4 - TRADEMARK

handiing of cells, including disposable materials; measuring and
suirveying apparatus for determination and guantification of
ricroorganisms in air, Hiquids and on surfaces; measuring and
surveying apparatus for determination and guantification of
substances, especially blood sugar, blood and respiratory alcohol, toxic
substances, oxygen and blood constituents such as hemoglobin:
apparatus for determination of air borne germs and for sanitary and

hyglens monitoring, International Class 9;

Surgical, medical, dental and a velerinary instruments, apparatus and
equipment for clinical or diagnostic use, namely devices and systams
for determination of alr borne germs and for determination of particle
size and number in air; devices for clean room air monitoring; bottles
and containers for storage and conservation of solutions for
transfusions and infusions; instruments, apparatus or devices for
removal and determination of micro-organisms from various media;
apparatus for {micro) determination of interesting substances,
especiatly labeled substances, for diagnostic purposes; transfusion and
infusion apparatus and devices, namely containers, syringes,
catheters, transdermal delivery systems; blood warmers; apparatus for
cell recovery and for handling of cells, including disposable materials;
rmeasuring and surveying apparatus for determination and
quantification of microorganisms in air, liquids and on surfaces;
measuring and surveying apparatus for determination and
guantification of substances, especially blood sugar, blood and
raspiratory alcohel, toxic substances, oxvgen and blood constituentis
such as hemoglobin; apparatus for determination of air borne germs
and for sanitary and hygiens monitoring; plates and multiwell
microtiter plates for cell typing, biood and virus diagnostics; in

International Class 10.
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At the end of page 4 of the original application insert the following:
Color is a feature of the mark. The design portion of the mark is red and the word
portion of the mark is in black ink,

Applicant is the Owner of U.8, Trademark Registration No. 1,212,867,

REMARKS

Applicant has amended the description of goods to by and large to
adopt the suggestion of the Examiner.

Applicant is submitting with this Amendment the required fee for the
additional International Class of goods not covered by the fee aiready paid,

Applicant has also indicated that color Is a feature of the mark, the
mark being as shown in the enclosed replacement specimen being a combination of a
design and the word BIOTEST. The design portion of the mark is a triangie with a
ball at each of the vertices of the triangle. The entire design portion of the mark is

red and that color is a feature of the mark,

Applicant respectfully subimits that the applicant BIOTEST AG is a
continuation of a company founded in Germany in 1946 under the name BIOTEST
Serum Institute. The oldest registration in Germany was obtained in the decade of
the 1950's. In the decade of the 1970's BIOTEST AG extended their business, which
was mainly blood products, to the United States. This is evidenced by Trademark
Registration 1,212,867, which was obtained October 19, 1982, by the predecessor
company BIOTEST Serum Institute GmbH, which now by change of name is know as
BIOTEST AG.
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. TRADEMARK

In view of the foregoing amendments and remarks it is respectfully

submitted that the above-identified application is in condition for publication and a

notice to that effect is sarnestly solicited.

JCS/mc
Date: January 14, 2003

Ratner & Prestia

Suite 301

One Westlakes, Berwyn
P.O. Box 980

Valley Forge, PA 19482
(610) 407-070G0

The Assistant Commissioner for Trademarks
is hereby authorized {o charge payment to
Deposit Account No. 18-0350 of any fees
associated with this communication.

Respectfully submitted,

2 /

2 & i

m‘, {: : } L g, ‘~

James C. Simmons
Attornéd for Applicant

} hereby certify that this correspondence is being deposited
with the United States Postal Service with sufficient
postage as firsi class mail in an envelope addressad to:
Asgsisiant Commissioner for Trademarks, 2000 Crystal

Drive, Arlington, VA 22202-3513 on:

. o R T
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NG: 76/374498

APPLICANT: BIOTEST AG

CORBRESPORDENT ADDRESS: RETURN ADDRESS:
JAMES C. SIMMONS Commissioner for Trademarks
RATNER & PRESTIA 2860 Crystal Drive
ONE WESTLAKES, BERWYN STE 301 Arlington, VA 223823513
PO, BOX 980 ecomiiS@uspio.gov

VALLEY FORGE, PENNSYLVANIA 19482-0980

MARK: BIOTEST

CORRESPONDENT'S REFERENCEDOCKET NG:  SSM-494US Ploase provide in all comrespondence:
CORRESPONDENT EMAIL ADDRESS: 1. Filing date, serial number, mark and

applicanta nama,

Stion,

3 name and

numbisr,

FINAL ACTION

TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE ACTION
WITHIN 6 MONTHS OF QUR MAILING OR E-MAILING BATE.

Serial Number 76/374498 — BIOTEST and Design

This letier responds to the applicant’s communication filed on January 16, 2003, The examining attorney has carcfully
reviewed the applicant’s arguments and amendments in favor of registration. The noted prior pending applications have all
abandoned and thus no longer remain a potential bar to regisiration. The claim of prior registration is acceptable and has
been entered into the application record. As 1o the remaining issues, the examining attorney has determined the following.

dentification and Classificrtion of Goods

fn the Office action mailed on July 18, 2002, the examining atforney provided the applicant with very detailed suggestions
for amending the identification of goods, however, It appears that the applicant has ignored many of these suggestions and
requirements,  Most notably, in numerous places where the examining atiorney reguired that the applicant amend the
identification to specify the goods by common commercial name, the applicant failed to do so.




For this reason, the identification of goods remains unacceptable as indefinite and includes goods which appear to be
incorrectly classified. TMEP section 1402.01. The applicant must amend the identification to clarify the exact nature of
the goods and to classify the goods correctly. In addition, the applicant must amend the identification to delete all
parentheses. |

The applicant should use the Office action mailed on July 18, 2002, and the Trademark Acceptable Identification of Goods
and Services Maruad {(httpi/fatias uspto.gov/netabtml/tidm html) as references for amending the identification of goods.
Also, when amending the identification of goods, the applicant should also be cognizant of the following:

Preparations and substances used for scientific or research purposes are classified in International Class 1.
Preparations and substances used for medical or clinical purposes (used in actual treatment or diagnosis) are
classified in International Class 3,

Laboratory equipment (used for scientific or research purpnses) is classified in International Class €.

Medical, surgical, dental, and veterinary equipment (used in actual treatment or diagnosis) is classified in
International Class 10.

With respect to kifs or systems with goods from various classes, classification is in the class where a
predominant number of the items in the kit or system are classified (these items should be listed first).

FPlease note that, while an application may be amended to clarify or Himit the identification, additions to the identification
are not permitted. 37 CF.R. Section 2.71(a); TMEP section 1402.06. Therefore, the applicant may not amend to include
any goods that are not within the scope of goods set forth in the present identification.

The requirement for clarification of the identification of goods is maintained and made FINAL.

Prawing Contains Color

It appears that the applicant wishes to claim color as a feature of the mark as the applicant has submitied a statement
indicating in what colors the mark appears and where the colors appear in the mark. Nounetheless, as stated in the Office
action mailed on July 18, 2002, the drawing of the mark must be in black-and-white only. The drawing of record shows
color in the mark. Therefore, the applicant must submit 2 new special-form drawing showing the mark clearly and
conforming to 37 C.F.R. Section 2.52. The requirements for a specialfiform drawing sre as follows:

{1} The drawing must appear in biack and white; no color is permitted.

(2} Bvery line and jetter must be black and clear,

(3} The use of gray to indicate shading is unacceptable,

{(4) The lining must not be too fine or foo close together.



(8} The preferred size of the area in which the mark is displayed is 2% inches (6.1 om.} high and 2% inches (6.1 om.} wide, It should not be larger

than 4 inches {10.3 om.) high or 4 inches (10.3 cm.) wide.

{6} If the reduction of the mark to the required size renders any detalls illegible, the applicant may insert a siatement in the apphcation to describe

the mark and these details.

3TCFR.§2.52; TMEP §§807.01(b) and 807.07(a). The Office will enforce these drawing requircmeﬂis strictly.

The Office prefers that the drawing be depicted on a separate sheet of smooth, nonshiny, white paper & to 8% inches (20.3
to 21.6 cm.) wide and 11 inches (27.9 om.) long, and that the sheet contain a heading Hsting, on separate lines, the
applicant’s complete name; the applicant’s address; the goods or services recited in the application; and, if the application is
fited under Section 1{a} of the Act, the dates of first use of the mark and of first use of the mark in commerce; or, if the
application is filed under Section 44(d), the priority filing date of the foreign application. 37 CF.R. §2.52(b); TMEP
§8807.01(a), 807.01(b), 807.01(c) and 807.07(a).

The reguirement for an acceptable drawing is maintained and made FINAL,

Specimens

The application consists of four classes of goods; however, it appears that the applicant has submitted only two replacement
specimens. The applicant must indicate for which two classes of goods these replacement specimens were submitted to
show use of the mark. The applicant must also indicate the nature of the specimens {e.g., labels) because the nature is
unclear from the application record. Examples of acceptable specimens are tags, labels, instruction manuals, containers or
photographs that show the mark on the goods or packaging.

If the applicant determines that the two replacement specimens are not acceptable in form, the applicant must submit one
specimen per class showing the mark as used in commerce in these two classes. 37 CF.R. §2.56. The applicant must
verify, with an affidavit or a declaration under 37 CF.R. §2.20, that the substitute specimens were in use in commerce at
ieast as early as the filing date of the application. Jim Dandy Co. v. Siler City Mills, Inc., 209 USPQ 764 (TTAB 1981); 37
C.F.R.§2.58(a); TMEP §904.09. :

As to the remaining class of goods listed in the original application and the additional class of goods (International Class 9),
the applicant must submit one specimen per class showing the mark as used in commerce. 37 C.F.R. §2.56. Ifthe nature of
the specimen is not clear upon review of the specimen, the applicant should indicate the nature of the specimen for the
record, Again, examples of aceeptable specimens are tags, labels, instruction manuals, containers or photographs that show
the mark on the goods or packaging, The applicant must verify, with an affidavit or a declaration under 37 C.F.R. §2.20,
that the substitute specimens were in use in commerce at least as early as the filing date of the application. Jim Dandy Co.
v. Siler City Mills, Inc., 209 USPQ 764 (TTAB 1981); 37 C.RR. §2.59(a); TMEP §504.09,

The requivement for specimens of use for all four classes is maintained and made FINAL.



Dates of Use for International Class 8

The applicant must submit the date of first use anvwhere and the date of first use in commerce for the goods identified in
International Class 9, The dates of use must be at least as early as the filing date of this application, 37 C.F.R. Sections
2.34{a} 1) and 2.85(a), The apolicant must submit an affidavit or a declaration under 37 C.F.R. Section 2.20 signed by the

applicant to verify the dates of use, 37 CF.R. Sections 2.5%(a) and 2.71{c),

The requirement for dates of use for International Clags 8 is maintained and made FINAL.

Properly Worded Declarvation

The following is a properly worded declaration under 37 C.F.R. §2.20. If g declaration under 37 CF.R. §2.20 is required
based on the amendments made (o the application, the applicant should insert this declaration at the end of the response
signed by a person authorized fo sign under 37 CF.R. §2.33(a).

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. §1001, and that such wiliful false statements may jeopardize
the validity of the application or any resulting registration, declares that the facts set forth in this application
are true; all statements made of his/her own knowledge are true; and all statements made ou information and
beliet are believed to be true.

{Signature)

(Print or Type Name and Position}

(Date)

Proper Besponge to Final Action

Please note that the only appropriate responses to a final action are either {1} compliance with the outstanding requirements,
if feasible, or (2) filing of an appeal to the Trademark Trial and Appeal Board. 37 C.FR. §2.64(a). Ifthe applicant fails to
respond within six months of the mailing date of this refusal, this Office will declare the application abandoned. 37 CFR.
§2.65(a).

/Alicia P. Collins/
Trademark Examining Aiforney
Law Office 115



{7033 308-9115 ext. 486
{763) 872-9873 (fax}
eoom 1 1 S@uspto.gov

How to respond to this Office Action:

To  respond  formally wsing the Office’s  Trademark Electronic  Application  Systemn  (TEAS),  visit
http:/fwww.uspto.goviieag/index. hitwl and follow the instructions.

To respond formally via E-mall, visit http:/fwwwaspto.goviweb/irademarks/tpelecresp.htm and follow the instructions.

To respond formally via regular ruail, your response should be sent to the mailing Return Address listed above and include
the serial number, law office and examining attorney’s name on the upper right corner of each page of your response,

To check the status of your application at any time, visit the Office’s Trademark Applications and Registrations Retrieval
{TARR} system at http://tarr.ospio.gov/

For general and other useful information about trademarks, you are encouraged to visit the Office’s web site at
hitpy//www. usple.cov/main/trademarks.bim *

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACY THE ASSIGNED
EXAMINING ATTORNEY.
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**Ploase plaos on Uppst Right Cornare
. 7ot Responss to Offios Action ONLY,**
Examining Atornay: COLLING, ALICIA
Barlal Number: 78374408

WLy

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: BIOTEST AND DESIGN t Examining Attorney:
Sertal Nowt 6994 408 ¢ Alicia Collins
Filed: February 21, 2002 :  Law Office: 115

A;)Qiicant:’ BIOTEST A

AMENDMENT

BOX RESPONSES No Fec

To The Assistant Commissioner for Trademarks
2800 Crystal Drive
Arlington, VA 22202-3513

SIR:
Responsive to the Office Action dated Aprit 24, 2003, please amend the
above-identified application as follows,

Applicant is pleasad to submit herewith a new drawing, which shows
the mark as a combination of the red triangle device with a red ball or circle at each
of the vertices of the triangie device and the word BIOTEST in black letters,

Please delate the entire description of goods and substitute therefore
the following:

In-vitre diagnostic preparations for scientific purposes; test kits comprising reagants,
sera, monocional and polycional antibodies, natural and recombinant antigens, and
ricrotiter piates, and reagents for scientific and research purposes; systems for

determining resistance for scientific purposes comprising nutrient media, cell culture

I

18-20-2003
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media, and dried me'dia; buffers, salts, solvents; tast kits comprising buffers, salts,
solvents and reagents for Industrial and sclentific purposes for hvglene monitoring on
surfaces, In alr and Hiquids, and systems for identification of garms for scientific and
research purposes comprising nutrient media, buffers and saits; plates and multiwel]
plates {microtiter plates), especiaily for cell typing, blood and virus diagnostics: DNA
probes for tissue typing, germ or pathogen identification and blood group
determination, International Class 1.

Pharmaceutical and veterinary preparations and products for treating immune
insufficiencles, especially autoimmune insufficiencies, cancer, virus infactions,
conditions of virus reactivation, anemia, protein anemis, immune globulin anermia,
blood coagulation disorders, and deficiencies in blood coaguiation factors, or for
preventing rejections in transplantation medicineg; food for babiss; medical piasters;
materials for wound, burn or surgical drassing; pharmaceutical preparations for
hematology, oncology, transplantation medicing, nephrology, pedistrics, for intensive
care medicine namely blood products, immune glebulin preparations, globulin
preparations, coaguiation factors; medicines for use in transplantation procedures
and for influencing blood coagulation: immune globulin preparations for treating
immune insufficiencies, espacially autoimmune insufficiencies, cancer, virus
infections, conditions of virus reactivation, anemia, protein aneria, immune globulin
anemia, blood coagulation disorders, and deficiencies in blood coaguiation factors, or
for preventing rejections in transplantation medicine; serum preparations, and serum
proteins and solutions comprising the same for medical use; human stbumin for
medical use; blood products for madical use, namely blood plasma; blood
' substitutes; plasma substitutes and plasma expanders; vaccines, especially on basis
of immune globulines; blood coagulation preparations, especially coagulation factors
for clinical and medical laboratory use; antibiotics; narcotics; medicines for traating
the central nervous system; medicines for treating heart and circulation diseases:
medicines for treating the respiratory system; medicines for urological treatment:
medicines for treatment digestive organs and corresponding/adioining glands;
hormones; vitamins: Immunosupprassive, anti-inflammatory, antiallergic,
hyposensitizing and detoxifying medicines for medical uses; dermatological,

ophtatmological and otelogical medicines; in-vive and in-vitro diagnostic
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preparations for clinical or medical purposes and laboratory use; antibodias, namely
meno- and pelycional antibedies for use in in-vivo clinical and medical diagnostics
and for patient therapy; in vitro diagnostic agents for medical purposes, especially
for determination of proteins, such as antibodies, monocional antibodias or immune
globulins, or for determinations of nucleic acids, for blood group diagnostics and
antibody determination, tissue typing, cell diagnostics, microblological diagnostics,
determination of toxic compounds and sanitary and hygiens monitoring; test kits
comprising ready to use nutrient media for microorganising, especially bacteria, and
reagents for medical and laboratory uses, espectally for blood group diagnostics,
antibody determination, tissue typing, cell diagnostics, microbiological diagnostics,
determination of toxic substances; test kits comprising monoclonal and polyclonal
antibodies and natural and recombinant antigenes, for tests on serological and
fmimune genetic basis, and reagents therefor for human and veterinary medical
laboratory purposes; immunoassays such as ELISA's ; consisting of reagents, sera,
monocional and polyclonal antibodies, natural and recombinant antigans, and
microtiter plates, and reagents therefor for human and vetarinary madical laboratory
purposes; diagnostic preparations for human or veterinary medical uses in the
treatment of Infections; media for bacteriological cultures, namely ready-to-use

culture media and nutrient media and ingredients thereof, International Class 5;

Plates and multiwell microtiter plates for call typing, blood and virus diagnostics;
blood warmers; apparatus namely, incubator, cell sorter, cell counter, shakers,
pipettes, plates and vials for call recovery and for handling of cells, including
disposable materials; measuring and surveying apparatus namely sample holder,
reader, photometer, centrifuge, shaker, incubator, washer, particle counter and air
sampler for ramoval, determination and quantification of microorganisms in air,
Hguids and on surfaces; measuring and surveying apparatus namely, sample holder,
reader, photometer, dipsticks, test strips, and agar strips for determination and
quantification of substances, especizally blood sugar, blood and respiratory alcohol,
toxic substances, oxygen and biood constituents such as hemoglobin; agar strips, air
sarmplers particle counters and anemomaeters for determination of air boerne germs

and for sanitary and hygiens monitoring, International Class 9;
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Surgical, medical, dental and a veterinary instruments, apparatus and
equipment for clinical or diagnostic uss, namely apparatus for serological blood
typing, blood grouping or serological detaction of hicod groups; laboratory robet for
autornated processing of microtiter plate based assays like ELISAs, DNA hybridization
assays and cell agglutination tests; agar strips, air samplers, particle counters and
anemometers for determination of air barne germs and for determination of particle
size and number in air; air samplers, sampie holders and reader for clean room air
moenitoring; bottles and containars for storage and conservation of solutions for
transfusions and infusions; transfusion and infusion apparatus and devices, namely
containers, syringes, catheters, transdermal delivery systems; biood Warmers;
apparatué for cell recovery and for handling of celis, including disposable materials:
measuring and surveying apparatus namely sample-holder, reader, photometer,
centrifuge, shaker, incubator, washer, particle counter and air sampler for {micro)
determination, removal and gquantification of microorganisms in air, liguids and on
surfaces; measuring and surveying apparatus namely sample holder, reader,
photometer, dipsticks, test strips, and agar strips for determination and
quantification of substances, especially blood sugar, blood and respiratory alcohoel,
toxic substances, oxygen and blood constituents such as hemoglobin; air sampler,
agar strips and anemometer for determination of air borne germs and for sanitary
and hygiene monitoring; plates and multiweli microtiter piates for cell typing, biocod

and virus diagnostics; in International Class 10.

Applicant is pleased to submit herewith two additional labels which are
identical to the labels submitted with the previous amendment. Al of the specimens
are labels, which are affixed to packages of applicant’s goods or to applicant’s goods
themselves as evidenced by the enclosed copies of applicants promotional literature

concerning the goods and/or replications of tha packages of the goods,

Applicant is pleased to submit herewith the Declaration of Dr, Wolf
Vornahagen, Managing Director, which is also countersigned by Dr. Martin Reinecke,
VIP Strategical Alliance on behalf of Applicant alleging use of the mark in commerce
for the goods of Class g,
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REMARKS

Applicant respectfully submits it has complied with the cutstanding
requirements set forth in the Office Action, thus placing the application in condition

for publication.

App!icgﬁt further submits this is a proper rasponse to a Final Action

and thus the application is now in condition for publication.

Date: October 15, 2003

RatnerPrestia

Suite 301

One Westlakes, Berwyn
P.0. Box 980

Valley Forge, PA 19482
{610} 407-0700

The Assistant Commissionsr for Trademarks is
hereby authorized to charge payment te Deposit
Account No. 18-8350 of any faes associated with
this communination.

Respectfully submitted,

N 3
o

§ § ‘f‘)‘ N
Lamia L o
James ¢/ Simmons

Attﬁ?‘i@;’i’{ for Applicant

Vhereby certify that this correspondence is being daposited with
the United States Postal Service with sulficient posiage as first
class mall in an enveiope addressed to: Asgsistant Commissioner
for Trademarks, 2900 Crysial Drive, Arfington, VA 22202-3513 on:

] DY BN
Doty }r;f/.e"é /c-“ﬁ*ﬁf

T % N
Intdasa_{Lione 8
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Applicant: BIOTEST AG
{A German Corporation)

P, Q. Address: . Waldfriedstrasse 4
GO528 Frankfurt/Main Germany

Date of First Use: July 2, 1977

In-vitro diagnostic preparations for scientific purposes; test kits comprising reagents,
sera, monocional and polyclonal antibodies, natural and recombinant antigens, and
microtiter plates, and reagents for scientific and research pUrposes; systems for
determining resistance for sclentific purposes comprising nutrient media, cell culture
media, and dried media; buffers, salts, solvents; test kits comprising butfers, salts,
solvents and reagents for industrial and scientific purposes for fiygiene monitoring on
surfaces, in air and Hquids, and systems for identification of germs for scientific and
research purposes comprising nutrient media, buffers and salts; plates and multiwell
plates (microtiter plates), especially for call typing, blood and virus diagnostics; DNA
probas for tissue typing, germ or pathogen identification and biood group

determination, International Class 1.

Pharmaceutical and veterinary preparations and products for treating immune
Insufficiencies, especially autoimmuns fnsufficiencies, cancer, virus infections,
conditions of virus reactivation, anemia, protein anemia, immune giobulin anemia,
bood coaguiation disorders, and deficiencies in blood coagulation factors, or for
preventing rejections in transplantation medicina: food for bables; medical plastars;
materials for wound, burn or surgical dressing; pharmaceutical preparations for
hamatology, oncology, transplantation medicing, nephrology, pediatrics, for intensive

care medicine namely blood products, immune globulin preparations, globuiin
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preparations, coagulation factors; medicines for use in transplantation procedures
and for influencing blood coagulation; immune globulin preparations for treating
immune insufficiencies, especially autclmmune insufficlencies, cancer, virus
infections, conditions of virus reactivation, anemia, proteln anemia, immune globulin
anemia, blood coagulation disorders, and deficiencies in blood coagulation factors, or
for praventing rejections in transplantation madicine; serum preparations, and serum
proteins and solutions comprising the same for medical use; human albumin for
medical use; blood products for madical use, namely blood plasma; blood
substitutes; plasma substitutes and plasma expanders; vaccings, aspecially on basis
of immune globulines; blood coagulation preparations, especiaily coagulation factors
for clinical and medical laboratory use; antibiotics; narcotics; medicines for treating
the central narvous system: meadicines for treating heart and circulation diseases;
meadicines for treating the respiratory system; medicines for urological treatment;
medicines for treatment digestive organs and corrasponding/adjoining glands;
hormones; vitamins; immunosuppressive, anti-inflammatory, antiallergic,
hyposensitizing and detoxifying medicines for medical uses; dermatological,
ophtalmological and otological medicines: in-vive and in-vitro diagnostic
preparations for clinical or medical purposas and laboratory use; antibodies, namasly
mone- and polyclonal antibodies for use in in-vivo clinical and medical dlagnostics
and for patient therapy; in vitro diagnostic agents for medical purposes, especialiy
for determination of proteins, such as antibodies, monoclonal antibodies or immune
globulins, or for determinations of nuclaic acids, for blood group diagnostics ‘ancﬁ
antibedy detsrmination, {issus typing, cell diagnostics, microbiological diagnostics,
determination of toxic compounds and sanitary and hygiene monitoring; test kits
comprising ready to use nutrient madia for microorganisms, especiailly bacteria, and
reagents for medical and laboratory uses, eapecially for blood group diagnostics,
antibody determination, tissue typihg, cell diagnostics, microbiological diagnostics,
determination of toxic substarices; tast kits comprising monoclonal and polyclonal
antibodies and natural and recombinant antigenes, for tests on serological and
immune genetic basis, and reagents therefor for human and veterinary medical
laboratory purposes; Immuncassays such as ELISA's | consisting of reagents, sera,

monocional and polyclonal antibodies, natural and recombinant antigens, and



55M-484US -3- TRADEMARK

microtiter plates, and reagents therefor for human and velterinary medical laboratory
purposes; diagnostic preparations for human or veterinary medical uses in the
treatment of Infections; media for bacteriological cultures, namely ready-to-use
cultire media and nutrient media and ingredients thereof, International Class 5;

Pates and multiwell microtiter plates for cell typing, blood and virus diagnostics;
blood warmers; apparatus namaely, incubator, cell sorter, call counter, shakars,
pipettes, plates and vials for celf recovery and for handling of cells, including
disposable materials; measuring and surveying apparatus namely sample holder,
reader, photometer, centrifuge, shaker, incubator, washer, particle counter and air
sampler for removai, determination and quantification of microorganisms in air,
Hguids and on surfaces; measuring and surveying apparatus namely, sample holder,
reader, photometer, dipsticks, test strips, and agar strips for determination and
quantification of substances, especially bicod sugar, blood and respiratory alcohol,
toxic substances, oxygen and blood constituents such as hemoglobin; agar strips, air
samplers particle counters and anemometers for determination of air borne germs

and for sanitary and hygiene monitoring, International Class 9;

Surgical, medical, dental and a veterinary instruments, apparatus and equipment for
ciinical or diagnostic‘use, namely apparatus for serological blood typing, blood
grouping or serological detection of blood groups; laboratory robot for automated
processing of microtiter plate based assays iike ELISAs, DNA hybridization assays
and cell agglutination tests; agar strips, air samplers, particle counters and
anemometers for determination of air borne germs and for determination of particle
size and number In alr; air samplers, sample holders and reader for clean room air
muonitoring; bottles and containers for storage and conservation of solutions for
transfusions and infusions; transfusion and infusion apparatus and devices, namaely
containers, syringes, catheters, transdermal delivery systems; blood warmers;
apparatus for cell recovery and for handling of cells, including disposable materials;
measuring and surveying apparatus namely sample-holder, reader, photometer,
centrifuge, shaker, incubator, washer, particle counter and air sampler for (micro)
determination, removal and quantification of microorganisms in air, liquids and o

surfaces; measuring and surveying apparatus namely sample holder, reader,
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photometer, dipsticks, test strips, and agar strips for determination and
guantification of substances, especially blood sugar, blood and respiratory alcohol,
toxic substances, oxygen and blood constituents such as hemoglobin; air sampler,
agar strips and anemometer for determination of air borne germs and for sanitary
and hygiene monitoring; plates and multiwell microtiter plates for cell typing, blood
and virus diagnostics; in International Class 10.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: BIOTEST AND DESIGN ¢ Examining Attorney:
Serial No.: 76/374,498 1 Alicia Colling
Filed: February 21, 2002 ' law Office: 115
Applicant:  mioTeEsT AG :

DECLARATION

To The Assistant Commissioner for Trademarks
2900 Crystal Drive
Arfington, VA 22202-3513

Declaration of Dr. Rolf Vornhagsn

1. Dr. Rolf Vornhagen states that he is the Managing Director of
Biotest AG a German Corporation having a business address of
Waldfriedstrasse 4 60528 Frankfurt/Main, Germany.

2. That Biotest AG is the Applicant for the above-identified Trademark
Application.

3. That Biotest AG has used the Trademark consisting of the word
Biotest and Design set out in the above-identified Application at least
as early as July 2, 1977 and in commerce betwaen Germany and the

United States since October 5, 1977 for the goods identified in Class 9.
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The undersigned being hereby warned that wiliful false statements and
the like so made are punishable by fine or imprisonment, or both, under 18 11.5.C,
1001, and that such willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he/she is property authorazed
to execute this application on behalf of the applicant; he/she believes the applicant
to be the owner of the trademark/service mark sought to be registered, or, if the
application is baing filed under 15 U.8.C. 1051(b}, he/she beliaves applicant to be
entitled to use such mark in commerce; to the best of his/her knowledge and balief
no other person, firm, corporation, or association has the right to use the above
identified mark in commerce, sither in the Identical form thereof or in such near
resemblance thereto as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion, or to cause mistake, or to
decgive; and that all statements made of his/her own knowledge are true and all
staternents made on information and balief are believed to be true.

Under the laws of Germany, the position of the individual signing is
equivalent to that of an officer of a United States Corporation.

Sermtn

BIOTEST AG .
:f.v'?,(.‘v : 2
/i ) : ?
I ) il
By é‘"‘% et A4 AaS Wil s
!Jsgnai:urss
Dr. Martin Reinecke Dr. Rolf Vornhagen
ViR Strategic Alllances Managing Director

Print or Type Name and Title

23" September 2003
Date: .
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8. Accessories

The wide range of accessories
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Sampler makes operation of the
instrument sven more converiant,

@B Agar strips

1.1, Agar strips TO
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agar for determination of iotal
bome microbial cournts.

1.2, Agar strigs Ty

{Article Nurmber 841 11 0} y-irradiated
Tryptic soy agar in a twin pack for
determination of total mirborme TrHCr-
bigd counts in sterdle aress.

1.3. Agar strips Y8

{Article Murmbar 941 200 Rose-

for the detection of
easts and moulds,

1.4, Agarstrips §

{Article Nurnber 941 400) Mannitol-
st agsr for the determination of
staphviccacol. !

1.5, Agar strips O

fArticle Murnber D41 300y Mac-
Conkay agar for the detaction of Coliv
forrn bacteris,

1.6, Agar strips Penase

{Articls Numbar G41 7005 Tryptic sov

1
agar with penase for the daeterm
ton of tofal aitborme microhial counis
ins air containing cenicifin,

1.7. Sterile emply sirips.

{Articie Numbar 941 800} for self pro-
duction of culiure medium for special
spplications,
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UNITED STATES PATERT AND TRADEMARK OFFICE

SERIAL NO: 76/374498

APPLICANRT: BIOTEST AG

CORRESPONDENT ADDRESS: RETURN ADDRESS;
JAMES C. SIMMONS Commisstoner for Trademarks
RATNER & PRESTIA 2900 Crystal Drive
ONE WESTLAKES, BERWYN STE 301 Arlington, VA 22242-3514
P.O. BOX 280 scomliS@uspte.gov

VALLEY FORGE, PENNSYLVANIA [9482-0980

MARK: BIOTEST

CORRESPONDENTS REFERENCE/DOCKET HO: 55M-494U8 Pleass provide in all correspondence:
CORRESPONDENT EMAIL ADDRESS; 1. Filinp dae, serisl number, mark and

applicant’s name,

. Diate of this Office Action

R

3. Exsmining Attorney's name and

Law Office nurber
4 Your tolephone numbes snd  gemail
address

OFFICE ACTION
TO AVOID ABANDONMENT, WE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE ACTION
WITHIN ¢ MONTHS OF QUR MATLING OR E-MAILING DATE.
Serial Nurber 76/374498 — BIOTEST and Design

This letter responds to the applicant's communication filed on October 20, 2003, The examining attorney has carefully
reviewed the applicant’s arguments and amendments in favor of registration and has determined the following.

Lining Statesment
The new drawing appears to be lined for color. The applicant must include a statement that the mark is lned for the color
red. 37 CFR.§82.37 and 2.52{a}{(2)(v); TMEP §807.09(b).

Ydentification and Classification of Goods

The identitication of goods remains unaccepiable as indefintte and includes goods which have been incorrectly classified,
TMEP section 1402.01. The applicant must amend the identification to clarify the exact nature of the goods and to classify
the goods correctly, The applicant must also delete all parentheses in the identification. Ttems that have been incorrectly
classified are shown below with a “strikethrough” and should be deleted where shown.




The applicant is reminded that only instruments, apparatus, and equipment which are used in the actual freatment or
diagnesis of patients are classified in International Class 10, For instance, the applicant has classified “air sampler, agar
strips and anemometer for determination of air borne germs and for sanitary and hygiene monitoring” in International Class
10, As these goods are not used in the actual treatment or diagnosis of patients, they should not be classified in
International Class 10,

The applicant may adopt the following identification, if accurate:

In-vitro disgnostic preparations for scientific purposes; test kits comprising reagents, sera, monoclonal and
polyclonal antibodies, natural and recombinant antigens, and microtiter plates, and reagents for scientific and
research purposes; systems for determining resistance for scientific purposes comprising nutrient media, cell culiure
media, and dried media; buffers, salts, solvents [MUST indicate use, e.g., for scientific and research purposes);
test kits comprising buffers, salts, solvents and reagents for industrial and sclentific purposes for hygiene monitoring
on surfaces, in air and lquids, and systems for identification of germs for scientific and rescarch purposes
comprising nutrient media, buffers and salts; plates and multiwell plates (microtiter plates), especially for cell
typing, blood and virus diagnostics; DNA probes for tissue typing, germ or pathogen identification and blood group
determination, in INT, CLASS 1;

Pharmaceutical and veterinary preparations and products for treating immune insufficiencies, especially
avtoimmune insufficiencies, cancer, virus infections, conditions of virus reactivation, anemia, protein anemia,
immune globulin anemia, blood coagulation disorders, and deficiencies in blood coagulation factors, or for
preventing rejections in transplantation medicine; food for babies; medical plasters: materials for wound, bum or
surgical dressing; pharmaceutical preparations for hematology, oncology, fransplantation medicine, nephrology,
pediatrics, for intensive care medicine namely blood products, immune globulin preparations, globalin preparations,
coagulation factors; medicines for use in transplantation procedures and for influencing blood coagulation; immune
globulin preparations for treating jmmune insufficiencies, especiaily autoimmune insufficiencies, cancer, virus
infections, conditions of virus reactivation, anemia, protein anemia, immune globulin anemia, blood coagulation
disorders, and deficiencies in blood coagulation faciors, or for preventing rejections in transplantation medicine;
serum preparations, and serum proteins and solutions comprising the same for medical use; human albumin for
medical use; blood products for medical use, namely blood plasma; blood substitutes; plasma substitutes and plasma
expanders; vaccines, especially on basis of immune globulines; blood coagulation preparations, especially
coagulation factors for clinical and medical laboratory use; antibiotics: narcotics for use in the treatment of
IMUST specify disease, iliness and/or condition goods used to treat]; medicines for treating the central nervous
system; medicines for treating heart and circulation diseases; medicines for treating the respiratory system;
medicines for urological treatment; medicines for treatment of digestive organs and corresponding/adjoining glands;
hormones; vitamins, immunosuppressive, anti-inflammatory, antiallergic, hyposensitizing and detoxifying
medicines for medical uses for [MUST indicate specific use for hyposensitizing and detoxifying medicines];
dermatological, ophtalmological and otological medicines; in-vivo and in-vitro diagnostic preparations for clinical
or medical purposes and [MUST specify use, e.g., clinical or medieal] laboratory use; antibodies, namely mono-
and polycional antibodies for use in in-vivo clinical and medical diagnostics and for pationt therapy; in vitro
diagnostic agents for medical purposes, especially for determination of proteins, such as antibodies, monoclonal
antibodies or immune globulins, or for determinations of nucleic acids, for blood group diagnostics and antibody
determination, tissue typing, cell diagnostics, microbiological diagnostics, and determination of toxic compounds
and sanitary and hygiene monitoring; test kits comprising ready to use nutrient media for HCTOOrganisms,

pecially bacteria, and reagents for medical and laboratory uses, especially for blood group diagnostics, antibody

o

£8



determination, issue typing, cell diagnostics, microbiological diagnostics, determination of toxic substances; test
kits comprising monoclonal and polyclonal antibodies and natural and recombinant antigenes, for tests on
serological and immune genetic basis, and reagents therefor for human and veterinary medical laboratory purposes;
immunoassays such as ELISA's, consisting of reagents, sera, monoclonal and polyclonal antibodies, natural and
recombinant antigens, and microtiter plates, and reagents therefor for human and veterinary medical laboratory
purposes; diagnostic preparations for human or veterinary medical uses in the {reatment of infections; media for
bacteriological cultures, namely ready-to-use culture media and nufrient media and ingredients thereof, in INT.
CLASS 5;

Plates and multiwell microtiter plates for cell typing, blood and virus diagnostics; blood warmers; apparatus,
namely, incubator, cell sorter, cell counter, shakers, pipettes, plates and vials for cell recovery and for handling of
cells, inchuding disposable materials; measuring and sorveying apparatus, namely, sample holder, reader,
photometer, centrifuge, shaker, incubator, washer, particle counter and air sampler for removal, determination and
quantification of microorganisms in air, Hguids and on surfaces; measuring and surveying kits/systems comprising
sample holder, reader, photometer, dipsticks, test sirips, and agar strips for determination and quantification of
substances, namely, blood sugar, blood and respiratory alcohol, toxic substances, oxygen and blood constituenis
such as hemoglobin; kits/systems comprising alr samplers, particle counters, anemometers, and agar strips for
determination of air bome germs and for sanitary and hygiene monitoring; laboratery robot for automaled
esis; kits/systems comprising air samplers, particle counters, anemometers and agar strips for determination
of alr borne germy and for delerwmination of particle size and number In air; kils/sysiems comprising air
samplers, sample holders and reader for clear room air m@nitoring; all the foregoing for use in [MUST
specify nature of use, ¢.g., scientifie, rescarch] laborateries, in INT, CLASS 9;

Medical apparatus for clinical or diagnestic use, namely, apparatus for serological blood typing, blood grouping
or serological detection of blood groups; laboratory robot for avtomated processing of microtiter plate based assays
fike ELISAs, DNA hybridization assays and cell agglutination tests; agar strips, air samplers, particle counters and
anemometers for determination of air borme germs and for determination of particle size and number in air; air
samplers, sample holders and reader for clean room air monitoring; botiles and containers specially designed for
storage and conservation of solutions for transfusions and infusions; transfusion and infusion apparatus and devices,
namely, containers, syringes, catheters, transdermal delivery systems comprised of [MUST specify primary
components of systems]; blood warmers [MUST indicaie use, e.g., for clinical or diagnostic]; apparatus for cell
recovery and for handling of cells, including disposable materials, namely, [MUST specify goods by commen
commercial name] for IMUST indicate use, e.g., clinical ov diagunostic use]; measuring and surveying apparatus
namely sample-holder, reader, photometer, cenirifuge, shaker, incubator, washer, particle counter and air sampler
for {micro) determination, removal and quantification of microorganisms in air, liquids and on surlaces; meassuring
and surveying apparaius [MUST indicate use, e.g., for clinical or diagnostic use], namely, sample holder, reader,
photometer, dipsticks, test strips, and agar strips for determination and quantification of substances, ramely, blood
sugar, blood and respiratory alcohol, toxic substances, oxygen and blood constituents such as hemoglobing air
sampler, agar sirips and anemometer for determination of air borne germs and for sanitary and hygiene monitoring;
plates and multiwell microtiter plates for cell typing, blood and virus diagnostics [MUST indicate use, e.g., for
clinical or diagnostic use}, in INT. CLASS 10,

Please note that, while an application may be amended to clarify or limit the identification, additions to the identification
are not permitied. 37 C.FR. Section 2.71{a); TMEP section 1402.06. Therefore, the applicant may not amend {o include



any goods that are not within the scope of goods set forth in the present identification,

The FINAL requirement for clarification of the identification and classification of goods is maintained and
continued.

Telephone for Assisiance
If the applicant has any questions or needs assistance in responding to this Office action, please telephone the assigned
examining atiorney.

/Alicia P. Colling/

Trademark Examining Attorney
Law Office 115

{703} 308-9115 ext. 486

(703) 872-0217 (fax)

ecom ! 1 S@uspto.gov

How to respond to this Office Action:

To  respond  formally  wsing  the  Office’s  Trademark  Flectronic  Application  System  (TEAS),  visit
hBitp:dwww.uspte.gov/teas/index.htmd and foliow the instructions.

To respond formally via E-mail, visit httpr/fwww. aspto.goviweb/trademarks/tmelecresp hitm and follow the instructions.

To respond formally via regular mail, vour response should be sent to the mailing Return Address listed above and include
the serial number, law office and examining attorney’s name on the upper right corner of each page of your response.

To check the status of your application at any time, visit the Offiee’s Trademark Applications and Registrations Retrieval
{TARR) system at http:/farrwspto.cov/

For general and other useful information about irademarks, you arc encoursged to visit the Office’s web site at
http:www.asple.gov/main/trademarks iim

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED
EXAMINING ATTORNEY,
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**Plagse placs on Uppsr Right Corner™®
**af fesponse io Office Action ONLY.YY

Examining Attornay: COLLING, ALICIA
8erial Number, 78374488

TR

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: BIOTEST AND DESIGN : Examining Attorney:
Serial No.: 76/374,498 © Alicia Coliins
Filed: February 21, 2002 v Law Office: 115
Applicant:  mioTeaT AG

AMENDMENT

To The Assistant Commissionsr for Trademarks
2800 Crystal Drive
Arlington, VA 22202-3513

SIR:
in response to the Office Action dated February 9, 2004, please amend

the above-identified application as follows.

Please delete the entire description of goods and substitute therefore

the following:

Class 1: fn-vitro diagnostic preparations for scientific purposes; test kits
comprising reagents, sera, monocional and polyclonal antibodies,
natural and recombinant antigens, and microtiter plates, and reagents
for scientific and research purposes; systems for determining
rasistance for scientific purposes comprising nutrient media, cell
culture media, and drisd media; buffers, salts, solvents for research
and sclentific purpeses; test kits comprising buffers, saits, solvants and
reagents for industrial and scientific purposes for hygiene monitoring

on surfaces, In air and liguids, and systems for identification of germs

T

VASAUSIAMEND_ Q1000 95,97.2004

. -
U8, Patentd TaCnei TR tal et % #72
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Class 5;

-2~ TRADEMARK

for scientific and research purposes comprising nutrient media, buffers
and salts; DNA probes for tissue typing, germ or pathogen
identification and btlood group determination, International Class 1.

Fharmaceutical and veterinary preparations and products for treating
immune insufficiencies, especially autoimmune insufficiencias, cancer,
virus infections, conditions of virus reactivation, anemia, protein
anemia, immune globulin anemia, biood coagulation disorders, and
deficiencies in blood coagulation facters, or for preventing rejections in
transplantation medicine; food for babies; medical plasters: materiais
for wound, burn or surgical dressing; pharmaceutical preparations for
hematology, oncology, transplantation medicine, nephrology,
pediatrics, for intensive care medicine namely blood products, immune
globulin preparations, globulin preparations, coagulation factors;
medicines for use in transplantation procedures and for influencing
blood coagulation; immune globulin preparations for treating immune
insufficlencies, espacially autolmmune insufficiencies, cancer, virus
infections, conditions of virus reactivation, anemia, protein anemia,
immune globulin anemia, blood coagulation disorders, and deficiencies
in blood coagulation factors, or for preventing rejections in
transplantation medicine; serum preparations, and serum proteins and
solutions comprising the same for medical use; human albumin for
medical use; blood products for medical use, namely biood plasma;
blood substitutes; plasma substitutes and plasma expanders; vaccines,
especiaily on basis of immune globulines; blood coagulation
preparations, especially coagulation factors for clinical and medical
taboratory use; antibiotics; medicines for treating the central nervous
system; meadicines for treating heart and circuiation diseases;
medicings for treating the respiratory system; medicines for urological
treatment; medicines for treatment of digestive organs and
corresponding/adioining giands; hormones; vitamins:
immunosuppressive, anti-inflammatory, and antiallergic medicines;

dermatolegical, ophtalmological and otological medicines; in-vive and
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Class 9

-3~ TRADEMARK

fn-vitro diagnostic preparations for clinical or medicat purposes and
clinical orﬁmedicai laboratory use; antibodies, namely mono- and
polyclonal antibodiss for use in in-vive clinical and medical diagnostics
and for patient therapy; in vitro disgnostic agents for medical
purposes, especially for determination of proteins, such as antibodies,
monoclonal antibodies or immune globulins, or for determinations of
nucleic acids, for blood group diagnostics and antibody determination,
tissue typing, cell diagnostics, microbiological diagnostics, and
determination of toxic compounds: test kits comprising ready to use
nutrient media for microgrganisms, espacially bacteria, and reagents
for médicai and laboratory uses, especially for biood group diagnostics,
antibody determination, tssue typing, cell diagnostics, microbiological
diagnostics, determination of toxic substances; test kits comprising
maonecional and polyclonal antibodies and natural and recambinant
antigenes, for tests on serological and immune genetic basis, and
reagents therefore for humean and veterinary medical faboratory
purposes; immuncassays such as ELISA's, consisting of reagents, sera,
monocional and polyclonal antibodies, natural and recombinant
antigens, and microtiter plates, and reagents therefore for human and
veterinary medical laboratory purposes; diagnostic preparations for
human or veterinary medical uses in the treatment of infections; media
for bactericiogical cultures, namely ready-to-use culture media and

nutrient media and ingredients theraof, International Class 5;

Plates and multiwell microtiter plates for cell typing, blood and virus
diagnostics; blood warmers; apparatus namely incubator, cell sorter,
celi counter, shaker, pipettes, plates and vials for cell recovery and for
handling of cells, including disposable materials; measuring and
survaying apparatus namely sample holder, reader, photometer,
centrifuge, shaker, incubator, washer, particle counter and air sampler
for removal, determination and quantification of microorganisms in air,
Hguids and on surfaces; measuring and survaving kits/systems

comprising sample holdar, reader, photometer, dipsticks, teststrips,
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and agar strips for determination and quantification of substances,
namely blood sugar, blood and respiratory alcohel, toxic substances,
oxygen and blood constituents such as hemoglobin: kits/systems
comprising agar strips, air samplers, particle counters, anemometers
and agar strips for determination of air borne germs and for sanitary
~and hygiene monitoring, laboratory robot, for automated processing of
ricrotiter plate based assays like ELISAs, DNA hybridization assays
and cell agglutination tests; kits/systems comprising agar strips, air
samiplers, particle counters, anemometers and agarsirips for
determination of air borne germs and for determination of particle size
and number in alr; kits/systems comprising air samplers, sample
holders and reader for clean room alr monitoring: all foregoing for use
in research and/or scientific laboratories and in manufacturing faciiities
for food, fodder, beverages, pharmaceuticals, cosmetics or in surgeries,

International Class 9;

Class 10: Medical, apparatus for clinical or diagnostic use, namely apparatus for
serplogical blcod typing, blood grouping or serological detection of
blood groups; bottles and containers specially designated for storage
and conservation of solutions for transfusions and infusions;
transfusion and infusion apparatus and devices, namsly containers,
syringes, catheters, transdermal delivery systems comprising plasma
and blood warmers for clinical use; apparatus for cell recovery and for
handling of cells, inciuding disposable materials namely plates,
spatula, vials, pipette tips and beakers for clinical or diagnostic Use;
measuring and surveying apparatus for clinical and diagnostic use
namely sample holder, raader, photometer, dipsticks, teststrips, and
agar strips for determination and quantification of substancas,
especially blood sugar, biced and respiratory alcohol, toxic substances,
oxygen and blood constituents such as hemoglobin: plates and
multiwell microtiter plates for cell typing, blood and virus diagnostics

for clinical and diagnostic use; in International Class 10,
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Where appropriate insert the following into the application:

“Ceolor is a feature of the mark.”
"The mark is lined for the color red.”

REMARKS

Applicant has amended the application to adopt the suggested
description of goods set forth by the Examiner. While certain medicines have bean
dropped there have been no additions or expansions of the goods for which

registration is sought.

Applicant has amended the application to includs the fact that color is

the feature of the mark and the drawing is lined for the color red.

In view of the foregolng it is respectfully submitted that the above-
identified application is in condition for publication and a notice to that effect is

earnestly solicited,

Respectfuﬂv submitted,

«f?ﬁ*?% (_ k%w“‘

Jamas uyf Simmons
Attorney for Applicant

ICS5/me
Date: May 5, 2004

RatnerPrestia

P.O. Bax 980

Valley Forge, PA 19482
{610) 407-0700

The Assistant Commissioner for Trademarks is I hereby oanify that this correspondence is bel ng deposiiad with
hereby authorized to charge payment 1o Depoait the United States Postat Service with sufficlent posiage as firs
Account No, 18-0380 of any fees associated with e !a%% mail in an envelope addressed 1o Assistant Commissioner

v Tradernarks, 2800 Qeystal Drive, Ardington, VA 22307.3513 an.

this communication

Dt e’,‘;/mj v(«:‘i‘ f’
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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/374498

APPLICANT,  BIOTESTAQG s ’7’ é 3 7 4_ 4 g 8 #

CORBESPONDENT ADBRESK; RETURN ADDRESS:
JAMES C, BIMMONS {ommissioner for Trademarks
RATRNER & PRESTIA 2900 Crystal Dirive
OME WESTLAKES, BERWYN STE 3 Ariington, VA 22202-3514

PG BOX 980
YALLEY FORGE, PEMNSYLVANIA 19482-0980

I no fees are enclosed, the address shonid inciude the words

"Box Rezponses - No Fea ™

MARK: BIOTEST

CORRESPONDENT’S REFERERNCHE/DOURET NG SSM-484U8 Plezse provide in sl correspondence:
CORBRESPONDENT EMAIL ADDRESK: 1. Fifing date, serinl number, mark and

applicant's nama,

2, Bate of this Office Action,

L2

. Examining Atorney's name and
Law Offics number,

4. Your telephone number and emall sddress,

Serial Mumber 76/374498 — BIOTEST and Design

EXAMINERS AMENDMENT

In accordance with the authorization grapnted by James C. Stmmons on August 24, 2004, the application
has been AMENDED as indicated below, Please note that if the identification of goods or services has
beenn amended below, any future amendments must be in accordance with 37 CFR. 2.71{a);, TMEP
section 1402.07(e). No response is necessary unless there is an objection to the amendment, 1there is an
objection to the amendment, the applicant should notify the examining attorney immediately.

identification of Goods (International Classes 3 & 18 Only)
The identification of goods for International Classes 9 and 10 i3 amended to read a3 follows (amendments
shown in underlined fypey:




Plates and multiwell microtiter plates for cell typing, blood and virus diagnostics; blood warmers;
apparatus namely incubator, cell sorter, cell counter, shaker, pipettes, plates and vials for cell
recovery and for handling of cells, including disposable materials; measuring and surveying
apparatus namely sample holder, reader, photometer, centrifuge, shaker, incubator, washer, particle
counter and air sampler for removal, determination and quantification of microorganisms in air,
liquids and on surfaces; measuring and surveying kits/systems and agar strips for determination and
quantification of substances, namely blood sugar, blood and respiratory alcohol, toxic substances,
oxygen and blood constituents such as hemoglobin; kits/systems comprising agar sirips, air
samplers, particle counters, anemometers and agar strips for determination of air borne germs and
for sanitary and hygiene monitoring, laboratory robot, for automated processing of microtiter plate
based assays like ELISAs, DNA hybridization assays and cell agglutination tests; kits/systems
comprising agar strips, air samplers, particle counters, anemometers and agar strips for
determination of air bome germs and for determination of particle size and number in air;
kits/systems comprising air samplers, sample holders and reader for clean room air monitoring; all
the foregoing for use in research andfor non-medical laboratorics. in INT. CLASS 9 :

Medical, apparatus for clinical or diagnostic use, namely apparatus for serolegical blood typing,
blood grouping or serological detection of blood groups; bottles and containers specially designated
for storage and conservation of solutions for transfusions and infusions; transfusion and infusion
apparatus and devices, namely containers, syringes, catheters, transdermal delivery systems
comprising blood warmers and plasma for clinical use; apparatus for cell recovery and for handling
of cells, including disposable materials namely plates, spatula, vials, pipette tips and beskers for
clinical or diagnostic use; measuring and surveying apparatus for clinical and diagnostic use
namely sample holder, reader, photometer, dipsticks, teststrips, and agar strips for determination
and quantification of substances, especially blood sugar, blood and respiratory alcohol, toxic
substances, oxygen and blood constituents such as hemoglobin; plates and multiwell microtiter
plates for cell typing, blood and virus diagnostics for clinical and diagnostic use;_all_of the
foregoing for medical, clinical, disgnustic andfor surgical use, in INT. CLASS 10,

Notice: Trademark Operation Relocating October & November 2004

The Trademark Operation is relocating to Alexandria, Virginia, in October and November 2004, Effective October 4,
2004, all Trademark-related paper mail {except documents sent {o the Assignment Services Division for recordation, certain
documents filed under the Madrid Protocol, and requests for copies of trademark documents} must be sent to:

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Applicants, registration owners, attorneys and other Trademark customers are strongly encouraged to correspond with the
USPTO online via the Trademark Electronic Application System (TEAS), at WWw.Lspto.coy.



New Telephone Number
To reach the undersigned attorney by telephone atter October 21, 2004, please call (571) 272 - 9147, Thank you.

fAlicia B, Collins/

Trademark Examining Attormey

Law Office 115

{703) 308-9115 ext. 486

(703) 872-9217 (fax)



NOTICE OF PUBLICATION UNDER §12(a)
MAILING DATE: Mar 2, 2005
PUBLICATION DATE: Mar 22, 2885

"The mark identified below will be published in the Official Gazetic on Mar 22, 2695, Any party who believes they will be damaged by
regisiration of the mark may oppose ie registration by filing an opposition to registration or a request to extend the time to oppose within
thirty {30} days from the publication date on this notice. 1fno opposition is filed within the time specified by law, the USPTO may issue 2
Certificate of Registration.

To view the (fficial Gazette ontine or to order a paper copy, visit the USPTO website at htgp/Syww.usplo.sov/web/ademarksftmog/ any
time within the five-week perdod after the date of poblication. You may also order & printed version from the 1.5, Government Printing
Office (GPO) at httpi/fbookstore gpo.gov or 202-512-1800. To check the status of your appiication, go to hitp//arr uspto.govd.

SERIAL NUMBER: T63T4498

MARK: BIOTEST
Side -2
LETEL PATENT AND TRADEMARK OFFICE

CORAMISSIONER FOR TRADEMARKS
.0, BOX 1453
ALBXANDRIA, VA 22313-1451

JAMES € SIMMONS

RATNER & PRESTIA

ONE WESTLAKES, BERWYN 5T8 303
PO RBOX 930

VALLEY FORGE, PA  19482-0980




Int. Cls: 1,5, 9 and 18

Prior US. CIst 1,8, 6, 10, 18, 21, 23, 26, 36, 38, 39, 44,

46, 51 and 52

United States Patent and Trademark Office

Heg. No, 2,961,650
Registered Juoe 14, 2065

TRADEMARK
PRINCIPAL REGISTER

BIOTEST AG (FED REP GERMAMY COEPORA-
TION)

WALDERIRDSTRASSE 4

60528 FRANKFURT/MAIN, PED REP GERMANY

FOR: INVITRO DIAGNOSTIC PREFPARATIONS
POR SCIENTIFIC PURPGSES, TBST KITH JOMPRIS-
ING REAGENTS, BBRA, MONDCLONAL AND
POLYCLONAL AMTIBODIES, NATURAL AND RE-
COMBINANT ANTIGENS, AND MICROTITER
PLATES, AND REAGENTS POR SCIENTIFIC AMND
RESEARCH PURPOSES; SYSTEMS FOR DFTER-
MINIMG RESISTANCE FOR SCIENTIFIC PURFO-
SES COMPRISING NUTRIENT MEDIA, CHLL
CULTURE MEDIA, AND DRIED MEDIA; BUF-
FERS, BALTS, SOLVENTS FOR RESBARCH AND
SCIEMTIFIC PURPOSES; TEST KITS COMPRISING
BUFFERS, BALTE, SOLVENTS AND REAGENTS
FOR INDUSTRIAL AND SCIENMTIFIC PURPOSES
FOR HYGIENE MONITORING ON SURFACES, IM
AR ANy LIQUIDS, AWD SYSTEMS FOR IDENTL
FICATION OF GERMS FOR SCIERTIFIC AND
RESEARCH PURPCRES COMPRISING MUTRIENT
MEDIA, BUFPERE AN BALTS, DNA PROBES FOER
TISEUE TYPING, GERM OR PATHOGEN IDBNTI-
FICATION AND BLOOD GROUP DETERMIMA-
TIOW, INCLASS 1 (1.8, L8, 1, 5, 6, 10, 26 AND 46).

FERST UBE 7-2-1277, IN COMMERCE 10-5-1957,

FOR: PHARMACUEUTICAL AND YETHRINARY
PREPARATIONS AMD PRODUCTS FOR TREAT-

ING IMMUNE INSUFFICIENCEES, BESPECIALLY
AUTOIMMUNE INSUFFICIENCIES, CANCEHR,
WIRUS INFECTIONMS, CONDITIONS OF VIRUS RE-
ACTIVATION, ANEMIA, PROTEIN ANEMIA, IM-
MUNE GLOBULIN ANEMIA, BLOOD
COAGULATION DISORDBRE, AND DEFICIENCIES
N BLOOD COAGULATION FACTORS, OR FOR
PREVENTING REJECTIONS I TRANMSPLANTA-
TIONM MEDCINE, FOOD FOR BABIES;, MEDICAL
PLASTERS; MATERIALS FOR WOLIND, BURN OR
SURGICAL DRESSING; PHARMACEUTICAL PRE:
PARATIONS FOR HEMATOLOGY, ONLOLOGY,
TREANMSFLANTATION MEDICINE, NEPRROLOGY,
PEDIATRICS, FOR INTENSIVE CARE MEDICINE
NAMELY BLOCD PRODUCTS, IMMUNE GLOBLL
LIN PREPARATIONS, GLOBULIN FREPARA.
TIONS, COAGULATION FACTORS; MEDCIMES
FOR UBE IM TRANSPLAMNTATION PROCEDURES
AND FOPINFLUBMNCING BLOOD COAGULA-
IO IMMUDNE GLOBULIM PREPARATIONS FOR
TREATIMG IMMUNE INJUTPHCIENCIES, ESPE-
CIALLY AUTODMMUNME INSUFFICIENCIES, UAN.
CER, VIRUE INFECTIONS, CONBITIONS OF VIRUS
REACTIVATION, ANEMIA, PROTEIN ANEMIA,
IMMUNE GLOBULIN ANBMIA, BLOCD COAGU-
LATION DISQRDERS, AND DEPICIENCIES 1M
BLOOD COAGULATION FACTORS, OR FOR PRE-
VENTING REJECTIONS IN TRANSPLANTATION
MEDIHIINE SERUM FREPARATIONS, AND SER-
UM PROTEINS AND SCLUTIONS COMPRISING
THE SAME FOR MEDICAL USE; HUMAN ALBIL
MIM FCR MEDRICAL USE, BLOCGD PRUDUCTS FOR,




MEDICAL USE, NAMELY BLOOD PLASMA;
BLOCD SUBSTITUTES, PLASMA SUBSTITUTES
ANTy PLASMA EBXPAMNDERS; VACCINES, BSPE-
CIALLY ON BASIS OF IMMUNE GLOBULINES;
BLOOED COAGULATION PREPARATIONS, ESFE-
CIALLY COAGULATION FACTORS FOR CLINL
CAL AND MEDICAL LABORATORY USE;
ANTIBIOTICS; MEDICINES FOR TREATING THE
CENTRAL MNERVOUS SYSTEM; MEDICINES FOR
TREATING HEART AND CIRCULATION DISEA-
SES; MEDICINES FOR TREATING THE RESPIRA.
TORY SYSTEM; MEDICINES FOR UROLOGICAL
TREATMENT; MEDICINES FOR TREATMENT OF
DIGESTIVE QRGANS AND CORRESPONDING/AD-
FOIKING GLANDS; HORMONES; VITAMINS; IM-
MUNOSUPPRESSIVE, ANTLINFLAMMATORY,
AN ANTIALLERGIC MEDICINGS; DEEMATOLO-
GICAL, OPHTALMOLOGICAL AND OTOLOGICAL
MEDICINES; IN-VIVO AND INCVITRO DIAGNOS-
TICPREPARATIONS FOR CLINICAL OR MEDICAL
PFURPOSES AND CLINICAL OR MEDICAL LA-
BORATORY USE; ANTIBODMES, NAMELY MONG-
AND POLYCLONAL ANTIRODISES FOR USE IN IN.
VIVO CLIMICAL AND MEDICAL DIAGNOSTICS
AND FOR PATIENT THERAFY; IN VITRO DIAG-
NOSTIC AGEMTS POR MEDICAL PURPOSES, ESPE-
CIALLY FOR DETERMIMNATION OF PROTHINS,
SUCH AS ANTIBODIES, MONGCLONAL ANTIBO-
THES OR IMMUNE GLOBULINS, OR FOR DETER-
MINATIONS OF NUCLEIC ACIDS, FOR BLOOD
GROUP DIAGNOSTICS AKD ANTIBODY DETER-
MINATION, TIBSUEB TYRING, CELL DIAGNOSTICS,
MICROBIOLOGICAL AGNOSTICS, AND DETER-
MINATION OF TOXIC COMPOUNDE, TEST KYTS
COMERISING READY TO USE NUTRIENT MEDIA
FOR MICROORGANISMS, ESPECIALLY BACTER-
1A, AND REAGENTS FOR MBEDICAL AND LA-
BORATORY USES, ESPECIALLY FOR BLOOL
GROUP DIAGNGRTICS, ANTIBODY DETERMINA-
TION, TISSUE TYPING, CELL DIAGNOSTICE, MI-
CROBIGLOQICAL DIAGNOSTICS,
DETERMINATION OF TOXIC SUBSTANCES; TEST
KITS COMPRISING MONOCLONAL AND POLY-
CLONAL ANTIBODIES AND NATURAL AND RE-
COMBINANT ANTIGENES, FOR TESTS OM
SEROLOGITAL AND IMMUNE GENETIC BASIS,
AND REAGENTS THEREFORE FOR BUMAN AND
VETERINARY MEDICAL LABORATORY PURPO-
SES, IMMUNOASSAYS SUCH AS ELISA’S, CON-
SIRTING OF REAGENTS, SERA, MOKOCLONAL
AND POLYCLONAL ANTIBODIES, NATURAL
AND RECOMBINANT ANTIGENS, AND MICROTI
TER PLATES, AND REAGENTS THEREPORE FOR
HUMAN AND VETERINARY MEDICAL LABCRA-
TORY PURPOSES; DIAGNOSTIC PREPARATIONS
FOR HUMAN OR VETERINARY MEDICAL USES
I THE TREATMENT OF INTECTIONS; MEDIA
FOR BACTERIOLOGICAL CULTURES, MAMELY
READY-TC-USE CULTURE MEMA AND MNUTRL-
ENT MEDIA AND INGREDIENTS THERECE, IN
CLASS 5 (US, CLS. 6, 18§, 44, 46, 51 AND 52

FIRST USE 7-2-15%77, IN COMMERCE 10-5-1557,

FOR: PLATES AND MULTIWELL MICROTITER
PLATES FOR CELL TYPING, BLOCD AND VIRUS
DIAGNOSTICS; BLOOD WARMERS; AFPARATUS

MAMELY INCUBATOR, CELL BORTER, CELL
COUNTER, SHAKEBR, PIPETTES, PLATES AND
VIALS FOR CELL RECOVERY AND FOR HAND-
LING OF CELLS, INCLUDING DISPOSABLE MA-
TERIALS; MEASURING AND SURVEBYING
APPARATUS NAMELY SAMPLE HOLDER, READ-
ER, PHOTOMETER, CENTRIFUGE, SHAKEH, IN-
CUBATOR, WASHER, PARTICLE COUNTER AND
ATR SAMPLER FOR REMOVAL, DETBRMINATION
AND QUANTIFICATION OF MICROORGANISMS
IN AIR, LIQUIDS AND ON SURFACES; MEASUR.-
NG AND SURVEYING KITS/SYSTEMS AND AGAR
STRIFS POR DETERMINATION AND QUANTIFI-
CATION OF SUBSTANCES, NAMELY BLOGD SU-
GAR, BLOOD AND RESPIRATORY ALCOHOL,
TOXIC SUBSTANCES, OXYGEN AND BLOOD COK-
STITUENTS SUCH AS HEMOGLOBIN, KITS/SYS-
TEMES COMPRISING AGAR STRIPS, AlR
SAMPLERS, PARTICLE COUNTERS, ANEMOM-
ETBRS AND AGAR STRIPS FOR DETERMINATION
OF AIR BORNE GERMS AND FOR SANITARY
AND HYGIENE MONITORING, LABORATORY
ROBOGT, FOR AUTOMATED PROCESSING OF M-
CROTITER PLATE BASED ASSAYS LIKE BLISAS,
DINA HYBRIDIZATION ASSAYS AND CELL AG-
GLUTINATION TESTS; KITS/SYSTEMS COMPRIS-
ING AGAE STRIPS, AIR SAMPLERS, PARTICLE
COUNTERS, ANEMOMETERS AND AGAR STRIPS
POR DETERMINATION OF AIR BORNE GERMS
AND FOR DETERMINATION OF PARTICLE SIZB
AND NUMEBER IMN AIR; KITS/SYSTEMS COMPRIS-
ING AIR SAMPLERS, SAMPLE HOLDERS AND
READEER FOR CLEAN BOOM AIR MOMITORING;
ALL THE FOREGOING FOR USE IN RESEARCH
AND/OR NON-MEDICAL LABORATORIES, IM
CLASS 9 (U5, CLS. 21, 23, 26, 36 AND 33).

FIRST USE 7-2-1977, IN COMMERCE 10-5-1877,

FOR: MEDICAL, APPARATUS FOR CLINICAL
OR DIAGNOSTIC USE, MAMELY APPARATUS FOR
SEROLOGICAL BLOOD TYPING, BLOOD GROUP-
ING O SERGLOGICAL DETECTION OF BLOOD
GROUPS; BOTTLES AND CONTARNERS SPECIAL-
LY DESIGNATED FOR STORAGE AWD CONSER-
VATION OF SCLUTIONS FOR TRANSFUSIONS
AND INFUSIONS; TRANSFUSION AMD INFUSION
APFARATUS AND DEVI NAMELY CONTAIN-
ERS, SYRINGES, CATHETERS, TRANSDERMAL
DELIVBRY SYSTEMS COMPRISING BLOOD WAR-
MERS AMD FLASMA FOR CLINICAL USE; APPA-
RATUS FOR CELL RECOVERY AND FOR
HANDLING OF CELLS, INCLUDING DISPOSABLE
MATERIALS NAMELY PLATES, SPATULA, VIALS,
PIPETTE TIPS AND BEAKERS FOR CLINICAL OR
DIAGNOSTIC USE; MEASURENG AND SURVEY-
ING APPARATUS FOR CLINICAL AND DIAGIRGS-
TIC USE NAMELY SAMPLE HCUDER, READER,
PHOTOMETER, DIPSTICKS, TESTSTRIFS, AND
AGAR STRIPS FOR DETERMINATION AND
QUANTIFICATION OF SUBSTANCES, BRPECIAL-
LY BLOOD SUGAR, BLOOD AND RESPIRATORY
ALCOHQGL, TOXKIC SUBSTANCES, OXYGEN ARND
BLOOD COMSTITUENTS SUCH A8 HEMOGLOBIN;
PLATES AND MULTIWELL MICROTITER PLATES
FOR CELL TYPING, BLOOGD AND VIRUS DIAG-
NOSTICS FOR CLINICAL AND DIAGNOSTIC USE;




ALL OF THE FORBGOING FOR MEDICAL, CLIN-
ICAL, DIAGNOSTIC AND/OR SURGICAL USE, IN
CLASS 10 (U18, CLS. 26, 33 AND 44},
FIRST USE 7-2-1977; IN COMMERCE 10-5-1997.
OWNER OF U.S, REG. NQ. 1,212,867,

COLOR IS A FEATURE OF THE MARK., THE
MARK I8 LINED FOR THE COLOR RED,

THE MARX CONSISTS OF THE WORD BIOTEST
PROXIMATE A RED TRIANGLE DBVICE WITH A
REBD BALL OR CIRCLE AT BACH OF THE VERTI-
CES OF THE TRIANGLE DEVICE. THE WORD
PORTION OF THB MARK IS IN BLACK INK,

SER. NQ, 76374458, FILBD 2-21-2002,

ALICIA COLLINS, EXAMINING ATTORNEY



CERTIFICATE OF TRANSMITTAL

I hereby certify that a true copy of the foregoing PETITION FOR
CANCELLATION OF REGISTRATION is being filed clectronically with the TTAB
via ESTTA on this day, January 4, 2008,

. R F S 3 ey
i%}: \ 8 g /,-“‘g\‘_ﬁbgi:%?si. — ¥ e
Elotin D. Romem.

CERTIFICATE OF SERVICE

! hereby certify that the foregoing PETITION FOR CANCELLATION OF
REGISTRATION is being deposited with the United States Postal Service with
sufticient postage as Express Mail No. ED 593565553 US addressed to Registrant at the
address and on the date indicated below:

BICTEST AG
WALDFRIEDSTRASSE 4 605238
FRANKFURT/MAIN FED REP

GERMANY
Date: January 4, 2008 By SN L -
Elena D, Romsere
13-

OC 288 206, 125v] 1/4/2008



